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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 





This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 
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Pen PRT O55. 6 ich enced ig ein O50 Cig we Sabla’ s 5.50 
Digest, vols. 1-14, inc. (either binding) ............ 5.00 


Digest, vols. 15-26, inc. (either binding) 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Dicest. 
Transportation extra. 


Tue Unitep States Trape-Mark AsgsociATION, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 
New York City. 
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A New and Permanent Edition 
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WALKER ON PATENTS 
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Anthony William Deller 
of the New York Bar 

The work has been entirely rewritten and vastly extended in 
scope. Among the new features you will find such important 
topics as the patent monopoly in relation to Anti-Trust Laws, 
Declaratory Judgment, and an entire volume on Pleading, Prac- 
tice and Forms. Of especial interest to patent attorneys and mem- 
bers of the Patent Office is the amplified chapter on The Patent 
Application. 

The author, Mr. Anthony William Deller, is a practical and 
thoroughly experienced patent attorney as well as author and 
lecturer on Patent Law at Columbia University School of Engi- 
neering. 
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edition. 
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BAYER CO. V. SEIN 
Tue Bayer Company, Inc. v. SEIN 


United States Circuit Court of Appeals, First Circuit 
February 15, 1938 


Trape-Marks AND Unrair Competition —“BayaspirRINA” AND “BAYER” IN 
Form or Cross—Misteapinc Use or Coton ann Dress or Goons. 
After plaintiff had adopted and used in Puerto Rico for many years 
its trade-marks, consisting of the word “Bayer” in the form of a cross, 
the names “Bayaspirina” “Cafiaspirina” and ‘“Fenaspirina” on_ its 
aspirin tablets and marked each kind with distinctive colors, the use by 
defendant on like goods of the word “Seinl” in the form of a cross, 
together with identifying colors identical with those used by plaintiff, 
held unfair competition, and the decree of the lower court dismissing 
the complaint was reversed. 
In equity. An action for unfair competition. From a decision 
of the District Court dismissing the complaint, plaintiff appeals. 
Reversed and remanded. 


Edward S. Rogers, Rogers, Ramsay & Hoge, Earle W. Carr, 
Thomas Hunt and Gaston, Snow, Saltonstall, Hunt & Rice, 
all of New York City, for appellant. 

L. E. Dubon D. Guerrero Noble and Dubon & Cohoteco, of San 


Juan, Puerto Rico, for appellee. 
Before Bincuam, Witson and Morton, Circuit Judges. 


Morton, C. J.: This is an appeal from a decree of the Federal 
District Court of Puerto Rico which dismissed a bill brought to en- 
join infringement of complainant’s trade-mark and for unfair com- 
petition. Jurisdiction rests on diversity of citizenship with the re- 


quisite amount in controversy. The ground on which the motion to 


dismiss was allowed is stated by the District Judge in his opinion 


as follows: 


The authorities generally hold that cases of this character depend upon 
the peculiar circumstances of each case. It is difficult to establish a con- 
trolling precedent. I am satisfied that the bill and exhibit attached thereto 
show that the trade-mark adopted and used by the defendant does not in- 
fringe the registered trade-mark of complainant, and that a proper case 
of unfair competition is not set out. The exhibits attached to the com- 
plaint negative the existence of either infringement of the trade-mark or 
unfair competition. 
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The bill of complaint filed on January 12, 1937, alleged that the 
Bayer Company owns a trade-mark on various kinds of medicines and 
chemicals put out by it including aspirin; that this trade-mark was 
registered in Puerto Rico in 1934; that the trade-mark had been used 


continuously in Puerto Rico and elsewhere as applied to aspirin and 





its compounds and to other medicines since January, 1895; that the 


B 

A 
distinguishing feature of the trade-mark is the word “BAYER” 

E 
R 
in the form of a cross; that round tablets of aspirin on which this 
cross was stamped had been sold in Puerto Rico by the plaintiff for 
more than ten years; that they had been extensively advertised there 
and a valuable business and good-will in respect to them had been 
established; that during this period the plaintiff had sold in Puerto 
Rico such tablets of aspirin in cartons marked “Bayaspirina,”’ 
similar tablets composed of aspirin and caffein, in cartons marked 


“Cafiaspirina,’ and similar tablets composed of aspirin and phenace- 





tine in cartons marked “‘Fenaspirina”’; that these tablets all were 
stamped with the Bayer cross on one side and with letters indicating 
their composition on the reverse side; that in each case white cartons 
were used, those in which the aspirin tablets were sold having black 
printing on the long sides and the ends; that those in which tablets 
of aspirin and caffein were sold had red printing on the sides and 
on the ends, and those in which tablets of aspirin and phenacetine 
were sold had green printing on the sides and on the ends. In each 
case the “Bayer” cross was printed on the ends of the cartons in a 
color appropriate to the printing on the carton. Each carton con- 
tained 100 tablets and each tablet was enclosed in a transparent 
envelope sealed and appropriately printed. The bill further alleges 
that the tablets so packaged and marked were extensively sold; that 
the public, many of whom are unable to read and write, became 
familiar with the complainant’s products in this form. It was ex- 


plained in argument that the cartons were often displayed on count- 
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ers and showcases, and that customers frequently bought only a 
single tablet. 

The bill charges that the defendant with the intention of mis- 
leading the public and passing off his goods as those of the com- 
plainant began in 1936 to distribute similar round tablets of aspirin, 
aspirin and caffein, and aspirin and phenacetine in cartons closely 
resembling, in shape, size, and color, those of the plaintiff, each 
tablet being also enclosed in a transparent envelope resembling those 
of the plaintiff; that the defendant stamped on each tablet in the 

S 

E 
form of a cross the word “SEINL,” resembling the Bayer cross; 

N 

L 
that the printing on defendant's cartons was black for aspirin, red 
for aspirin and caffein, and green for aspirin and phenacetine, similar 
to the colors on the complainant’s cartons; that many purchasers were 
deceived by the defendant’s imitation of the complainant’s tablets 


and packaging, and bought the defendant’s goods supposing them 


to be those which they had previously purchased made by the plain- 
tiff; that in September, 1936, the defendant attempted to register as 
a trade-mark the “Seinl”’ cross above referred to, but his application 


was denied ; that the defendant was requested to desist from infring- 


ing the plaintiff’s trade-mark and from unfair competition, but con- 
tinued as before. There are the usual allegations of irreparable in- 
jury and loss and of intentional deception and unfair competition. 
The exhibits annexed to the bill (cartons, enclosures and tablets) 
bear out these allegations. The cartons closely resemble each other 
in shape, size and color, the only noticeable difference being in the 
printing; the plaintiff's cartons are printed in rather large type 
‘“Bayaspirina” in black, “Cafiaspirina” in red, “Fenaspirina’’ in 
green on the long sides of the cartons accompanied by the “Bayer” 
cross. The defendant’s cartons are printed in somewhat smaller 
letters, “Aspirina,” “Aspirina y Cafeina,”’ and “Aspirina y Fenace- 


tina” respectively, accompanied by the “Seinl’ cross. The colors 
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are substantially the same as the colors put out by the plaintiff. On 

the ends of the plaintiff's cartons is the “Bayer” cross printed in 
the appropriate color. On the ends of the defendant’s cartons is the 
“Seinl” cross in corresponding colors. The tablets are identical 
except that on the obverse the plaintiff's are stamped with the 
“Bayer” cross, and the defendant’s with the “‘Seinl’” cross; on the 
reverse, the complainant’s tablets are stamped “aspirin” in a straight 
line, the defendant’s “aspirin” in a curved line around the circum- 
ference. The transparent envelopes are the same, and are difficult 
to distinguish except on close examination. 

We are unable to agree with the District Judge that such close 
imitation of the form and packaging of a competitor on the same 
goods, as here alleged and shown by the exhibits, does not make a 
prima facie case of trade-mark infringement and unfair competition. 
On the allegations of the bill, for nearly forty vears the plaintiff has 
been selling aspirin with the “Bayer” cross stamped on each round 
tablet, and for more than ten years before the defendant began to 
sell aspirin and aspirin preparations in the present form, the plain- 
tiff had adopted and used the packaging and dress which the de- 
fendant appears to have imitated in almost every particular. The 
imitation is so close, including even the distinguishing colors adopted 
by the plaintiff, that it might well be found deceptive to an ordinary 
purchaser; it cannot be said, we think, that it could not be of that 
character. A prima facie case was stated of infringement of the 
plaintiff's trade-mark and unfair competition. 

The decree of the District Court is vacated and the case is re- 
manded to that court for further proceedings not inconsistent with 
this opinion; the appellant recovers costs of appeal. 
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Dix1e-VortTex Company v. Lity-Tutie Cup Corporation 
United States Circuit Court of Appeals, Second Circuit 


March 7, 1938 


Trape-Marks—Non-ConruictinG TERMS. 

The words “Chily Bear” held not confusingly similar to the words 

“Sunbeam” and “Freezer,” all used as trade-marks on drinking cups. 
Unrair Competition—UseE or Stmitar Dress or Goops—Prior Use. 

The use by defendant on its lilyeups of a necklace design held not 
to be unfair competition as against the use of a festoon decoration by 
plaintiff; nor did defendant compete unfairly with plaintiff by using 
price lists colored blue and yellow, inasmuch as such colors were used 
prior to plaintiff's use. Moreover, defendant’s use of similar sheets or 
sizes of cellophane wrappings on his goods, was not unfair competition, 
as all were in use prior to plaintiff's adoption thereof. 


In equity. Appeal from the District Court for the Eastern Dis- 
trict of New York. Suit for infringement of patents, trade-mark, 
and copyright, and for unfair competition. Decree for the defendant 
on charges of unfair competition. Both parties appeal. Modified. 


Edmund Quincy Moses (Joseph H. Milans and Edmund Quincy 


Moses, of counsel), all of New York City, for plaintiff-ap- 
pellant. \ 

Hans V. Breisen and Milton C. Weisman, of New York City, for 
defendant-appellant. 


Manton, C. J.: The trade-mark No. 301,390 “Chily Bear’’ is 
not infringed by the defendant’s “Sunbeam” and “Freezer” cups. 
The defendant never used the words “Chily Bear” on its product. 
There is no evidence that the public ever identified plaintiff’s cups 
by reference to the trade-mark “Chily Bear” or that the defendant’s 
cups are purchased on orders calling for “Chily Bear.” Defendant’s 
cups are plainly marked “Sunbeam” and “Freezer.” There can be 
no conflict in the public mind between plaintiff's and defendant's 
product. 

A copyrighted print No. 16,169 registered with the Register of 
Copyrights is said to be infringed. It is not a Patent Office copy- 
right but is a Copyright Office copyright, erroneously applied for in 
the Copyright Office. The plaintiff had no right under the law to 
register this print in the Copyright Office and failed to register it in 
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the Patent Office, where it should have been registered. It was cor- 
rectly held invalid below. Section 3 of the Act of June 18, 1874, 
17 U. S. C. A. § 63, was not repealed by the Copyright Act of 1909, 
as amended, 17 U.S. C. A. § 1 et seq. and is still in force and effect. 
Jeweler’s Circular Co. v. Keystone Co. (C. C. A. 2), 281 Fed. 83, 
26 A. L. R. 571. 

Charges of unfair competition are made against the defendant. 
They are based upon the grounds that the plaintiff was the first to 
place the festoon decoration upon its cups, and that no competitor 
has a right to put it on cups decorated similarly, even though there 
were prior art types of this design. Plaintiff's design is in no way 
similar to the defendant’s, which chose the use of a necklace. As 
pointed out below, nobody was deceived or confused and there was 
no palming off of the defendant’s goods for those of the plaintiff. 
It is asserted that price lists, colored blue and yellow, are used by 
the defendant and that such colors for price lists have been used by 
the plaintiff. There was ample evidence that there was use of such 
colors prior to plaintiff's use. Defendant’s lists have been consist- 
ently yellow and blue and, if they mean anything in combination 
or by way of identifying the source or origin of the merchandise, they 
indicate the defendant’s rather than the plaintiff's product. 

Nor can any unfair competition be laid to similar sheets or sizes 
of cellophane wrapping or colors of the packaged cups. Moreover, 
these were used by others prior to plaintiff's use. Other claims of 
alleged unfair competition such as a label on the 5 and 10 cent 
packages, the type of paper used for making the cups, and the stock 
numbers were all well known in the trade and in no way identified 
the plaintiff’s product. 

The dispensers used by the defendant form no basis for an unfair 
competition charge. No one would be confused in the purchase of 
cups merely because of the use of a similar dispenser. In all this 
record evidence of confusion of the public as to the origin of the two 
products is absent and the witnesses called justify the defendant's 
claim that there was no such confusion. 

The decree will be reversed in so far as it holds six claims valid 
and infringed and otherwise affirmed. 






CANISTER CO. V. OWENS-ILLINOIS GLASS CO. 


Decree modified. 


Note.—That portion of the opinion relating to patents is here omitted.— 
Ep. 


Canister Co. v. Owens-ILuinois Guass Co., ET AL. 
United States Circuit Court of Appeals, Third Circuit 
February 25, 1938 


Unrair Compretirion—Imiratinc Distinctive Feature or ConTAINER— 
ParTIES AND RESPONSIBILITY. 

Appellant manufactured fibre containers having a metal strip to 
bind the fibre and serve as a distinctive design. Appellee made certain 
similar container parts for Frankfort Distilleries, Inc., which assembled 
them into a finished product resembling appellant’s. Held that, inas- 
much as Frankfort Distilleries, Inc., was not a party to the suit and 
appellees were not responsible for its acts, the decision below dis- 
missing the complaint should be affirmed. 

In equity. Action for alleged unfair competition. From a deci- 
sion of the United States District Court, Eastern District of Penn- 
sylvania, dismissing the complaint, plaintiff appeals. Affirmed. For 
decision below, see 28 T.-M. Rep. 17. 


Warwick Potter Scott, of Philadelphia, Pa. (Knox Henderson 
and Ballard, Spahr, Andrews & Ingersoll, all of Philadel- 
phia, Pa., of counsel), for appellant. 

Wm. A. Schnader and Gilbert W. Oswald, both of Philadelphia, 
Pa. (Schnader § Lewis, of Philadelphia, Pa., and William 
Eversman & Morgan, of Toledo, Ohio, of counsel), for ap- 
pellees. 

Before Davis and Tuompson, Circuit Judges, and JouNson, 

District Judge. 
Jounson, D. J.: This is an appeal from a decree of the District 
Court for the Eastern District of Pennsylvania dismissing a bill in 


equity instituted to restrain unfair competition. 


The appellant for a number of years has been manufacturing 


and selling fibre containers. One of the features of the containers 
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is a metal strip used, instead of glue, to bind the fibre and to serve 
as a distinctive design. 

The appellant sold to Frankfort Distilleries, Inc., machines for 
assembling containers, and, from time to time, containers to be as- 
sembled by Frankfort Distilleries, Inc. Subsequently, the Tin 
Decorating Company manufactured and sold to Frankfort Distil- 
leries, Inc., metal parts and strips of the design used by appellant. 
Frankfort Distilleries, Inc., assembled these parts with other ma- 
terials into a container resembling the appellant’s product and used 
it to enclose bottles of liquor. 

The appellant is seeking to restrain the appellees, who have pur- 
chased the Tin Decorating Company and are carrying on its busi- 
ness, from manufacturing and selling the metal parts and strips. 
The court below concluded that no cause of action existed against 
the appellees, and dismissed the bill. 

The basis of the complaint of unfair competition is that con- 
tainers, which are sold to the trade, are manufactured in a certain 
distinct way resembling appellant's products. The appellees, how- 
ever, are not competitors of appellant. They do not manufacture 
and sell containers to the trade, but merely manufacture and sell to 
Frankfort Distilleries, Inc., certain metal parts. They had a right 


to make such metal strips according to the order of Frankfort Dis- 


tilleries, Inc. Federal Electric Co. v. Flealume Corporation, 7 Cir., 
33 F. (2d) 412. The Frankfort Distilleries, Inc., and not appellees 


assemble the containers. If the containers are so assembled that they 


resemble appellant’s products, the appellees are not at fault. But 
the question whether Frankfort Distilleries, Inc., is in competition 
with appellant is not involved, since it is not a party defendant, and 
appellees are not responsible for its acts. Philadelphia Dairy 
Products v. Quaker City Ice Cream Co., 306 Pa. 164, 159 A. 3, 84 
A. L. A. 466 [22 T.-M. Rep. 40]. 

The decree of the court below, dismissing the bill of complaint, is 


athrmed. 
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Nu-ENAMEL CorPoRATION AND Nu-ENAMEL CorporaTIoN (inter- 


vener) v. ARMSTRONG PAINT AND VARNISH Works 
United States Circuit Court of Appeals, Seventh Circuit 
February 24, 1938 


Trape-Marks—“Nvu-ENAmMEL” For Paints, VARNISHES AND RELATED Goops 
—V aLipiIry—SECONDARY MEANING. 

The name “Nu-Enamel,” used since 1922 by plaintiff as a trade- 
mark on paints, varnishes, enamels, top dressings, paint brushes and 
similar goods, held non-descriptive and valid, having acquired a 
secondary meaning as indicating exclusively plaintiffs’ products. 

TrapeE-Marks—“Nvu-ENAMEL” anpb “Nu Beauty ENamet’—CONPLICTING 
Marks. 

The words “Nu (or New) Beauty Enamel” held to infringe a trade- 
mark consisting of the words “Nu Enamel,” both marks being used on 
paints, varnishes and painter’s supplies. 

Unrarr Competirion—2J URISDICTION. 

Where infringement was found, the court had jurisdiction also to 

pass upon the charge of unfair competition. 


In equity. Action for trade-mark infringement and unfair com- 


petition. From a decision of the United States District Court, 
Northern District of Illinois, dismissing the complaint, plaintiff 
appeals. Reversed. 

Edward S. Rogers, William T. Woodson and James H. Rogers, 

all of Chicago, Il., for plaintiff-appellant. 

Moses Levitan, of Chicago, Ill., for defendant-appellee. 

Before Evans and Treanor, Circuit Judges, and Linp.tey, Dis- 
trict Judge. 

Linptey, D. J.: Plaintiff appeals from a decree of the District 
Court dismissing for want of equity its bill for infringement of a 
trade-mark and to recover damages for unfair competition. The 
latter ground for relief was not considered by the court on its merits 
but was disposed of by a finding that the court, having found the 
trade-mark invalid, had no jurisdiction to grant relief for unfair 
competition. 

The sufficiency of the bill of complaint was before this court in 
Nu-Enamel v. Armstrong, 81 F. (2d) 1 [28 U. S. P. Q. 54] [26 
T.-M. Rep. 73], and it was there held that the bill was sufficient and 


that three questions were presented, namely, (1) has plaintiff a valid 
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trade-mark in “Nu-Enamel’’; (2) is it infringed by defendant; (3) 
was a cause of action based on unfair trade and practice stated in 
the complaint? The court reversed a decree of the District Court 
dismissing the bill upon defendant's motion, pointing out that the 
first two queries were questions of fact and that the averments being 
sufficient as to each of them and also upon the third question, the 
court should hear the evidence and enter a decree in conformity 
therewith. 

After reversal the defendant filed an answer in which it said: 
“Defendant admits that the name ‘Nu-Enamel’ has come to mean 
and is understood to mean throughout the United States, including 
the State of Illinois and the City of Chicago, the plaintiff and plain- 
tiff’s products only and the word ‘Nu-Enamel’ is a mark by which 
the goods of the plaintiff are distinguished from other goods of the 
same class.”’ 

The mark “Nu-Enamel” has been used since 1922 and was reg- 
istered in 1933. It has been applied to paints, varnishes, enamels, 
top dressings, paint brushes, wood powder, patching plaster, wax, 
varnish remover, glue, mineral oil colors, solder and tack rags, all 
products of plaintiff. These articles are sold under the mark in 
300 stores, operating under the name “Nu-Enamel” and handling 


plaintiff's products exclusively, twenty-five of which stores are 


located in and about Chicago. The name “Nu-Enamel” appears 


on the windows of these stores or on the window valances and is dis- 
played by neon signs. In addition plaintiff's products are sold 
under the trade-mark in every state of the Union, through approxi- 
mately 3,000 dealers, as well as abroad. Plaintiff has spent several 
hundreds of thousands of dollars each year in advertising its products 
under this mark. In connection with the distinctive name, plaintiff 
uses the slogans “One Coat Covers,” “Leaves No Brush Marks” and 
“A Coat of Enduring Beauty.” From these facts, in connection 
with defendant’s admission, it is apparent that the word “Nu- 
Enamel” is the mark by which products of plaintiff covering the 
various articles above mentioned are distinguished from the goods 
of all other persons. Thus the word has developed a secondary 


meaning. 
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It is contended by defendant that the mark ‘““Nu-Enamel” can- 
not be the subject matter of a valid trade-mark for the reason that 
it is descriptive in character, and the District Court so found. We 
‘annot agree. The word ‘““Nu-Enamel”’ as applied to paints, paint 
brushes, solder, wax and similar products is in no wise descriptive 
of the subject matter or of the possibility of results of use of the 
products. Rather they constitute a fanciful phrase, largely ad- 
vertised and generally known to the public, signifying the products 
of plaintiff, irrespective of their composition, character or purpose. 
The name is similar to the words “Coca-Cola” considered by the 
Supreme Court in Coca-Co!a v. Koke Co., 254 U. S. 143 [10 T.-M. 
Rep. 441] where Mr. Justice Holmes said: 

The name now characterizes a beverage to be had at almost any soda 
fountain. It means a single thing coming from a single source, and well 
known to the community. It hardly would be tco much to say that the 
drink characterizes the name as much as the name the drink. In other 
words “Coca-Cola” probably means to most persons the plaintiff's familiar 
product to be had everywhere, rather than a compound of particular sub- 
stances. Although the fact did not appear in United States v. Coca-Cola 
Co., 241 U. S. 265, 289, we see no reason to doubt that, as we have said, 


it has acquired a secondary meaning in which perhaps the product is more 
emphasized than the producer but to which the producer is entitled. 


It also comes within the definition of a trade-mark contained 
in Elgin Nat’l Watch Co. v. Illinois Watch Co., 179 U. S. 665 at 
673. There the court said that a trade-mark is “‘a distinctive mark 


of authenticity, through which the products of particular manu- 


facturers or the vendible commodities of particular merchants may 


be distinguished from those of others. It may consist in any symbol 
or in any form of words.” In view of the fact that the word can- 
not possibly be descriptive, when applied to plaintiff's products 
as a whole, but is a manufactured phrase which has come to mean 
only plaintiff's products, irrespective of their character or purpose, 
we find it valid. 

Furthermore, we think the evidence clearly shows infringement. 
Defendant’s mark consists of the word ““Nu-Enamel” with the word 
“Beauty” inserted between the words “Nu” and “Enamel” or 
between the words “New” and “Enamel.” The addition of this 


word becomes significant in view of the slogan placed by plaintiff 
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on its cans over the trade-mark, “The Coat of Enduring Beauty,” 
where the word “Beauty” appears immediately above the word “‘Nu- 
Enamel.” 

In order to infringe a trade-mark, it is not necessary to use 
the identical words or that those employed be so similar that a 
person looking at one would always be deceived into believing that 
it is the other. It is sufficient to constitute infringement that one adopt 
a trade-name so like another in form, appearance, spelling or sound 
that the purchasing public is likely to become confused or misled. 
Barton v. Rea-Oil Co., 2 F. (2d) 402 (C. C. A. 3) [14 T.-M. Rep. 
455]; Northam Warren Corporation v. Universal Cosmetic Co., 18 
F. (2d) 774 [17 T.-M. Rep. 203]; Meyer v. Dr. B. L. Bull Vegetable 
Medicine Co., 58 Fed. 884. Thus this specific trade-mark was held 
to be infringed in Nu-Enamel Corporation v. Nate Enamel Co., Inc., 
243 N. Y. App. Div. 292, affirmed in 268 N. Y. R. 574 [25 ‘T.-M. 
Rep. 121]. 

That there was confusion between the products of plaintiff and 
defendant clearly appears. Witnesses testified that they called on 
dealers handling defendant’s product and asked specifically for “Nu- 
Enamel.” In forty-six instances “New Beauty Enamel” was deliv- 
ered to them, without explanation. This included products marked 
“New Beauty Enamel” and “Nu Beauty Enamel,” the former being 
the mark adopted by defendant some two months after this suit was 
brought. Other instances of confusion appear in the record. There 
was evidence of similarity in advertising, adoption of the slogans of 
the plaintiff and other acts, all bearing also heavily upon the issue 
of unfair competition. 

As we have had occasion previously to announce, a manufacturer 
of goods is entitled to the reputation he has established and the 


public has the right to rely upon his distinctive means of distin- 


guishing between his and other goods. Courts will not unduly extend 


monopolies under trade-marks, but where a clear property right is 
shown and it is apparent that that right is being invaded and tres- 
passed upon as in the present case, we shall not hesitate to grant 
relief. He who establishes a favorable reputation of merchandise 


under a known mark, brought about by extensive advertising and 
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backed up by continuous manufacture of reputable products branded 


with a definite mark, which indicates not their character or purpose 


but their origin, shall be protected; and he who attempts to acquire 
the business which “another has developed through many years of 
fair dealing and through the expenditures of vast sums in advertising 
and in establishing a good-will,’ must face the fact that his actions 
will meet with disapproval and condemnation. The facts presented 
to us in the instant case persuade us that the defendant attempted to 
convert to its own use the property right which plaintiff had built 
up represented by the trade-mark. 

In view of this determination in this respect, the conclusion of 
the District Court that it had no jurisdiction of the issue as to un- 
fair competition also was erroneous. 

The decree is reversed with directions to proceed in accord with 


the views herein expressed. 


GoLpDIN v. R. J. Reynotps Tosacco Co. 
United States District Court, Southern District, New York 
January 25, 1938 


Unrair CompetirioN—Trapve Secrets—Prorerty Ricurs. 

A secret process or formula ceases to be a property right as soon 
as a third party, by fair means, obtains knowledge thereof. 

Unrair ComPetTition—“SawinG A Woman 1N Hatr”—Errectr or Parent 
on DisciosureE oF Secret METHOD. 

The patenting by plaintiff of a device used by him in performing 
the stage illusion termed “Sawing a Woman in Half,’ amounted to 
a disclosure of the secret process therein described, which thus became 
publicit juris. 

Unrarr ComMpETITION—‘SAWING A Woman IN Hatr”’—UseE or Description 
or Meruop in UNreLatep Business. 

The use by defendant engaged in the manufacture and sale of 
tobacco products of advertising, picturing and describing a method of 
sawing a woman in half, held not to constitute unfair competition 
against plaintiff, who staged an act called “Sawing a Woman in Half,” 
especially as the secret method had already been disclosed in a patent 
and there was no competition nor any confidential relationship be- 
tween the parties. 
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In equity. Suit for alleged unfair competition. Complaint dis- 
missed. 


Jacob L. Steisel, of New York City, for plaintiff. 

Cooper Kerr & Dunham, of New York City (Drury W. Cooper 
and Thomas J. Byrne, both of New York City, of counsel), 
for defendant. 


LerBett, D. J: This is a suit in equity for unfair competition. 
The plaintiff is a magician and the inventor of a theatrical illusion 
known as “Sawing a Woman in Half.” The defendant is the R. J. 
Reynolds Tobacco Company, manufacturer of “Camel” cigarettes. 

The plaintiff charges the defendant with acts of unfair com- 
petition for which he seeks an injunction and damages. 

The complaint, verified March 15, 1933, alleges that plaintiff has 
for thirty-five years been engaged in the theatrical profession, 
presenting to the public productions known as illusions and magic; 
that in or about 1908 he conceived a novel and extraordinary illusion 
by means of which a human being appeared to be severed into two 
parts; that in and after 1911 he presented the illusion in theatrical 
performances throughout the world under the name of “Sawing a 
Woman in Two” and similar titles; that he has spent much money, 
time and effort in perfecting and advertising this illusion; that in 
the illusion as conceived by him a woman is placed within an oblong 
box, with head, hands, and feet protruding, and the box sawed in 
half, the woman apparently being severed into two parts; that the 
public has been unable to determine the method by which the illusion 
is created and the same has therefore been in great demand. 

The complaint further alleges that the defendant in the course 
of the sale of its products has entered upon an advertising campaign 
in newspapers, and posters wherein there are displayed various 
theatrical illusions as well as an exposé of the method by which such 
illusions are created ; that in said advertising campaign the defendant 
has displayed an advertisement entitled “Sawing a Woman in Half,” 
which attempts to portray plaintiff’s illusion; that such advertise- 
ment displays a stage performance wherein are shown a professional 


magician, two assistants holding a large cross-cut saw and an oblong 
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box from which protrude the head, hands, and feet of a woman ap- 
parently severed into two parts; that the advertisement further dis- 
plays what purports to be an “explanation” of the method by which 
the illusion is effected; that the publication and distribution of de- 


fendant’s advertisements and posters are destroying the value of 


plaintiff's illusion and will render it impossible for plaintiff to 


procure future bookings in the United States and Europe where the 
advertisements are published; that unless defendant is restrained 
from so advertising its product plaintiff will suffer irreparable 
damage. - The plaintiff therefore demands judgment for $50,000 in 
damages, and prays that the defendant be restrained as aforesaid. 

In its answer served April 10, 1933, the defendant admits that 
within the calendar year 1933 it has advertised in the manner of 
which the plaintiff complains in connection with the sale of its prod- 
uct “Camel Cigarettes,’ but asserts that the information contained 
in such advertisements was fairly and honestly obtained; that cer- 
tain information concerning the illusion “Sawing a Woman in Half” 
was obtained from a book by W. B. Gibson, published in 1927, en- 
titled ““The Book of Secrets, Miracles Ancient and Modern’’—‘Easy 
Magic You Can Do,” wherein the trick or illusion, “Sawing a Woman 
in Half,” is described and disclosed to the public to whom the book 
was offered for sale; that defendant has therefore the full and com- 
plete right to use in lawful manner the information contained therein. 
Defendant further avers that the plaintiff is patentee of letters 
patent granted June 12, 1923, for an “Illusion Device,” where plain- 
tiff’s illusion is voluntarily described and disclosed to the public 
without any claim of right thereto being made therein; that such 
disclosure is a dedication of the trick or illusion to the public and 
that plaintiff's rights are now limited by the patent grant to the ex- 
clusive manufacture, sale, or use of the device claimed in the patent 
for practicing the said trick or illusion. Defendant therefore denies 
that it has violated any right of the plaintiff or that plaintiff is en- 
titled to damages, and asks that the complaint be dismissed. 

The plaintiff did not testify in support of his own case. He has 
been absent in Europe since 1928 or 1929. His cause was prosecuted 


by his attorney in fact under a power of attorney executed by plain- 
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tiff in 1922 which authorizes said attorney “to commence and prose- 
cute any and all claims, suits or demands, whether in law or in 
equity, against any person, firm, or corporation, for infringement of 
my rights in and to the act known as ‘Sawing a Lady in Half, etc.’ ” 
During his absence abroad the plaintiff has of course made no per 


sonal effort to book his act in America. Such efforts, if any, have 


been confined to plaintiff's attorney in fact. The witness’ testimony 


as to such efforts is at best vague and indefinite. 

At or about the time defendant introduced to the public the ad- 
vertisement complained of, it appears that only two magicians were 
employing the trick or illusion in America with permission of the 
plaintiff. One of these exhibited it occasionally for charity and 
without payment to the plaintiff; the other was licensed to use plain- 
tiff’s patented device for a consideration. The evidence does not 
show with any degree of definiteness that the other discontinued the 
act because of the defendant’s advertisement. In fact, the contrary 
appears; 7.e., that this other magician did continue to perform the 
act in question even after the advertisement was published. Aside 
and apart from any other consideration, the plaintiff has failed to 
show any loss or damage as a direct result of defendant’s acts. As- 
suming, therefore, that plaintiff did have the exclusive right to 
possess the trick or illusion in question, no actual damage is shown 
to have resulted from the alleged disclosure of this trick or illusion 
by the defendant. 

Now what has the defendant done? It has caused to be pub- 
lished a pictorial advertisement for “Camel Cigarettes’’ portraying 
a stage performance in which it appears that a professional magician 
has just succeeded in sawing a woman in half. Upon a raised plat- 
form on the stage an oblong box has apparently been severed into 
two parts. From one-half of the box the head and hands of a 
woman protrude. From the other half a woman’s feet protrude. 
The picture is entitled “Sawing a Woman in Half.’ Beneath the 
picture appears the words “It’s Fun To be Fooled... . It’s More 
Fun To Know.” To the left of these last-mentioned words and 
beneath the picture the word “Illusion” appears. Beneath the word 


“Illusion” in fine print appears the following: “A large packing 
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° 
case is exhibited on a raised platform. A young woman climbs into 


the box. Head, hands and feet protrude, and are held by spectators 
while the magician takes a cross-cut saw and, with the help of an 
assistant saws through the center of the box and apparently through 
the woman.” Below the fine print and in large type of the same 
size as the word “Illusion” is found the word “Explanation.” Be- 
neath the word “Explanation” in fine print there follows: “One 
method of performing this illusion requires the presence of two girls 
in the box. One girl curls up in the left half of the box with her 
head and hands protruding. The other girl is doubled up in the right 
half of the box with only her feet showing. Nobody is sawed in 
half.” Beneath the so-called “Explanation” is a picture of a pack 
of “Camel Cigarettes.” The advertisement also contains among 
other things the following: “Cigarette advertising, too, has its tricks. 
Consider the illusion that ‘Flavor’ can be achieved by some kind of 
magical hocus-pocus in manufacturing cigarettes. Explanation: 
Just three factors control the flavor of a cigarette. The addition of 
artificial flavoring. The blending of various tobaccos. And the 
quality of the tobaccos themselves. Quality is by far the most im- 
portant.” 

The name of the plaintiff does not appear in the advertisement. 
The technical details of the performance of the trick or illusion are 
nowhere disclosed. Plaintiff's patented device is not described. 
Apart from the fact that the so-called “Explanation” states that 
one method of performing this illusion requires the presence of two 
girls in the box, one at either end, there is no disclosure. Certainly 
no one in the audience is naive enough to believe that the subject is 
actually severed into two parts, especially when the magician walks 
between the two halves of the box after the apparent severing, as the 
testimony discloses. The average person would know that one way 
of performing the illusion would be to use two girls. To put this 
fact in print under the word “Explanation” is but to state the obvi- 
ous. There is therefore in my opinion no disclosure of any unknown 
or unascertainable fact. In my judgment, it cannot be seriously 
maintained that the fine print beneath the word “Explanation” ap- 


pearing in the advertisement is really such a disclosure as would 
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destroy the value of plaintiff's illusion, assuming that plaintiff does 
have the sole and exclusive right to the performance, display and 


control of the trick. On those facts alone plaintiff’s claim cannot be 
sustained. 


In addition, testimony adduced at the trial shows that the plaintiff 
obtained a patent, No. 1,458,575, in the United States Patent Office, 
on June 12, 1923, for an illusion device, nearly ten years before de- 
fendant’s advertisements were published. On pages 1 and 2 of the 
specification of the patent appears the following: 

In the operation of the device, preparatory to the exhibition, a person 
is concealed in the lower box 1. The covers 8 are thrown open and the 
panels 10 and 15 removed. A second person may now be lowered in the 
box in sight of the audience, his or her head projecting from the opening 
14 and his feet from the openings 16. As part of the stage business, the 
demonstrator may pretend to hypnotize this person before lowering him 
into the upper box, explaining to the audience that nothing that may 
happen to him can hurt him in this condition. The panel 10 is then slid 
down into position and the person’s arms put through the openings 11; 
and, for better effect, they may be held out by an assistant to the operator 
performing the trick. The panel 15 is also inserted, and the covers 8 are 
closed and locked by the locks 9. As soon as the covers 8 are lowered, the 
person in the upper box, while that end of the box is away from the audi- 
ence, draws his feet from the openings 16, back onto the foot rests 26, so 
doors 3 and 6 and puts them in the place of those of the first person. 
concealed in the lower box then pushes his feet through the two sets of 
doors 3 and 6 and puts them in the place of those of the first person. 
Prior to this substitution the upper box can be lifted in its entirety, with 
the second person therein, to make it appear that there is no deception. 


Certainly this is a clear and detailed exposé of the secret to the 
public by the plaintiff himself. Anyone who cares to can rightfully 
and lawfully procure a copy of said patent, containing a full de- 
tailed and diagramed explanation of the trick, upon request made to 
the United States Patent Office. 

Furthermore, the claims which the plaintiff makes in his patent 
are all limited to an “Illusion Device.” He claims a monopoly only 
on the apparatus for performing the trick. He could make no ex- 
clusive claim to the illusion itself. Fearful that someone might 
honestly and lawfully discover the manner or method by which he 
created the illusion and then lawfully duplicate his apparatus and 


lawfully perform his trick, the plaintiff has sought protection under 
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the statute for what he could protect, namely, the apparatus. To 
this he has been granted an exclusive monopoly. 


Defendant has made no use of plaintiff's patented apparatus. 


It has merely pictured in connection with and as a part of its ad- 
vertisement an ordinary oblong box cut into two parts. The interior 
or the structure of the box is not shown or explained. 

The testimony further shows that the illusion of “Sawing a 
Woman in Half” was published, pictured and explained in 1927 in 
a book by one Gibson, a witness at the trial. This was more than five 
years before the appearance of defendant’s advertisement. The pic- 
ture in defendant’s advertisement does not differ materially from 
the picture in Gibson’s book. Only one girl, however, is used in the 
version of the illusion employed in Gibson’s book. ‘The trick was 
also disclosed in magicians’ publications at various times prior to 
the publication of defendant's advertisements. 

Plaintiff is attempting in this suit to protect what he mistakenly 
claims to be his sole and exclusive secret. He maintains that he has 
a property right in the secret, and that it cannot be taken from him 
and used by another to the other’s advantage and to his detriment. 
Plaintiff claims that his discovery is in the nature of a trade secret, 
and, as such, it is entitled to protection. It is undoubtedly true that 
trade secrets have been recognized as property rights from a com- 
paratively early date, but closer examination of the cases dealing 
with the protection afforded trade secrets shows that there was some 
trust contract or confidential relationship between the party claiming 
the exclusive right to the secret and the party sought to be enjoined 
from making use of such secret, or between the party seeking the 
injunction and a person from whom the defendant improperly ob- 
tained knowledge of the trade secret. Nims—Unfair Competition 
and Trade-Marks, Third Edition, p. 403; Harrison v. Glucose Sugar 
Refining Co., 7 Cir., 116 Fed. 304, 311, 58 L. R. A. 915; Kauma- 
graph Co. v. Stampagraph Co., 235 N. Y. 1, 7, 188 N. E. 485. 

It must be remembered that the “secret process or formula or 
whatever else the secret may consist of, ceases to be treated as a 
‘property right’ as soon as a third party, through his own efforts, or 


investigation or through any other fair means obtains knowledge of 
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the other’s secret,’”’ and that “an honest discovery and knowledge of 
a secret formula or any other trade secret may justify its use in trade 
even though the business of another, who had discovered and used it 
previously, is injured thereby.” Derenberg—Trade-Mark Protec- 
tion and Unfair Trading, pp. 119, 125, 126. 

The plaintiff and the defendant are total strangers to each other. 
Prior to the commencement of this suit, they had no business con- 
tacts. The parties are engaged in entirely different endeavors. 
They in no way come into competition with each other. No trust, 
employer-employee, contract, or confidential relationship is shown 
to exist, nor is it shown that defendant, improperly, unlawfully, or 


illicitly procured the secret of the illusion from plaintiff's possession. 













Having elected to rely upon monopoly by procuring a patent on 
“An Illusion Device,” plaintiff abandoned his secret to the public. 
Having patented his apparatus for performing the illusion, he pub- 
lished the secret of the illusion. That which up to the time of the 
issuance of the patent was a secret ceased to be such upon the grant- 
ing of the patent, for the patent is itself a publication of the secret. 

As was stated in Boyden v. Burke, 14 How. 575, at page 582, 
14 L. Ed. 548: 


Patents are public records. All persons are bound to take notice of 


their contents, and consequently should have a right to obtain copies of 
them. 












Even assuming, therefore, that the defendant did disclose the 
secret of the illusion in the advertisement complained of, it did not 
reveal to the public any thing or any fact of which the public was 
not already deemed to have knowledge. 









I am of the opinion that the plaintiff cannot succeed either on 
the law or on the facts, and therefore that the complaint should be 
dismissed. This opinion shall serve as the court’s findings of fact 
and conclusions of law required by Equity Rule 7014, 28 U.S. C. A. 
following Section 723. 






Submit a decree accordingly. 
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GILLETTE SAFETY Razor Co. v. GREEN AND ANO. 
New York Supreme Court, Special Term 
March —, 1938 


Unrar Competition—Srtate Statutes—New York Fair Trape Act— 
Price DiscrtminaTION BY MANUFACTURER. 

In an action brought under Chap. 976, Laws of 1935, to enjoin 
defendants, wholesalers, from selling plaintiff's trade-marked products 
below the price fixed under the said Section, where it was shown that 
plaintiff granted certain retailers larger discounts than those allowed 
to wholesalers, plaintiff held not entitled to the injunction prayed for, 
as it was not the intention of the legislature to exempt a producer from 
responsibility for conduct opposed to the intent and purpose of the 
Act. 

In equity. Action to restrain sales of trade-marked product by 
wholesaler at less than prices agreed upon. Judgment for de- 
fendants. 


Nims & Verdi, of New York City, for plaintiff. 
Edgar M. Leventritt, of New York City, for defendants. 


ScuientaG, J.: This action is brought pursuant to Chapter 976 
of the Laws of 1935 of the State of New York, commonly known as 
the Feld-Crawford Fair Trade Act. 

Plaintiff seeks to enjoin the defendants, who are engaged in the 
wholesale drug business, from advertising, offering for sale or sell- 
ing plaintiff's trade-marked products at prices less than the prices 
set forth in contracts entered into between the plaintiff and other 
wholesalers. 

The plaintiff is engaged in the manufacture and sale of safety 
razors, safety razor blades and other commodities which bear the 
trade-mark “Gillette,’ “Valet Auto Strop” and “Probak.” ‘The 
plaintiff entered into certain contracts with various wholesale deal- 
ers pursuant to the statute in question whereby the resale price was 
fixed to wholesalers. The defendants did not enter into a fair trade 
contract with the plaintiff, but are bound, nevertheless, pursuant to 


the provisions of Section 2 of that act. The defendants admit that 


they have been selling plaintiff's trade-marked razor blades at prices 
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less than the prices stipulated in the wholesaler’s resale price con- 
tract. The plaintiff, in addition to sales to wholesalers, also sells 
to retailers such as chain, department, syndicate and cutlery stores. 
The same set price is charged to wholesalers and retailers less a dis- 
count of 13 percent and 2 percent, but in the case of the retailers an 
additional 8 percent is allowed for so-called “Retail Sales Display 
and Promotion.’”’ To wholesalers for what is called ““Wholesale 
Sales Promotion” a 3 percent allowance only is given. 

The defendants claim that plaintiff itself, by virtue of the fore- 
going allowance, has been selling to retail dealers at prices less than 
the defendants as wholesalers may purchase, and is therefore guilty 
of the very act of which it complains. In other words, the plaintiff 
has restricted the price to its wholesalers and then goes directly to 
retailers and offers its products at prices lower than those fixed by 
its own contracts by a subterfuge, as defendants claim, of additional 
discounts. 

There is nothing in the law to prohibit a manufacturer or pro- 
ducer from selling both wholesale and retail, but if the equity powers 
of the court are sought to be invoked for relief under the provisions 
of the Fair Trade Act, it becomes necessary to consider whether 
within the intent and meaning of the act the plaintiff's conduct has 
been such as to merit the relief it seeks. The preamble of the Fair 
Trade Act states that its purpose is “to protect trade-mark owners, 
distributors and the public against injurious and uneconomic prac- 
tices in the distribution of articles of standard quality under a dis- 
tinguished trade-mark, brand or name.” Certainly, it was not the 
intention of the Legislature to permit a manufacturer or producer to 
be exempt from responsibility for conduct opposed to the very intent 
and purpose of this act. 

The plaintiff has reserved to itself a group of retailers constitut- 
ing possibly the most desirable group in the retail trade, to whom it 
gives the same discounts of 13 percent and 2 percent as it gives to 
its wholesalers, and in addition a percentage larger than that given 
to its wholesalers for sales display and promotion. This is, of course, 
a distinct trade advantage and effectually bars the wholesaler from 


. 


this attractive and profitable market. The Fair Trade Act was in- 
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tended to protect not only the manufacturer or producer, but also the 
distributor and the public as well. The plaintiff seeks to justify its 
position by the claim that it is a manufacturer and that the statute 
was not intended to apply to manufacturers, that it was intended to 
stop price-cutting, and not to regulate a manufacturer’s sales 
methods. 

The court is unable to agree with the position taken by the plain- 
tiff. The benefits which it was designed to create by the enactment 


of the Fair Trade Act would be practically nullified by permitting 


a practice under which the plaintiff could compete with the defend- 
ants and undersell them while requiring them to maintain a stipulated 
wholesale resale price fixed by the plaintiff. The mere fact that the 
plaintiff refers to itself as a manufacturer does not warrant it in 
going into unfair competition with the defendants. Judgment is ac- 
cordingly awarded the defendants. Settle judgment on notice. 





One mwa, Lrp. v. MacHer Watcu Co., INc., ET AL. 
New York Supreme Court, Special Term 
April 7, 1938 


Unrair Competirion—Srate Sratrures—New York Farr Trape Actr— 
Lianpmiry or Rerarcer PurcHasinc Propucts Prior to Price 
ANNOUNCEMENT. 

In a suit brought under Sec. 976, Laws of 1935, where it appeared 
that defendant’s purchase of the trade-marked goods for resale was 
made prior to plaintiff's announcement of its prices under the Fair 
Trade Act, held that no injunction should issue pending final hearing. 
In equity. Action to enjoin alleged violation of the New York 


Fair Trade statute. Injunction denied. 


Miller, Hubbell & Evans, of Utica, N. Y., for plaintiff. 
A. H. Sarasohn, of New York City, for defendants. 


Noonan, J.: Plaintiff seeks a preliminary injunction, pursuant 
to Chapter 976 of the Laws of 1935, known as the Fair Trade Act, 


to restrain the defendants from selling certain manufactured and 
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trade-marked products of the plaintiff at prices below the minimum 
prices fixed by plaintiff in accordance with the Fair Trade contracts 
and price lists between plaintiff and its customers. The motion is 
opposed on the ground that the defendant has established that the 
products manufactured by plaintiff allegedly sold by the defendant 
in violation of the Fair Trade contracts and the prices fixed therein 
were acquired by the defendant prior to receipt of notice from plain- 
tiff or knowledge of the existing price restriction. 

According to the affidavit of plaintiff's New York manager, H. C. 
Perry, Fair Trade contracts had not been sent out from plaintiff's 
New York office or from its main office prior to November 17, 1937. 
It was not until on or about December 17, 1937, that the plaintiff 
considered that sufficient Fair Trade contracts had been signed be- 
tween itself and its customers to warrant proceeding against dealers 
who were selling for prices lower than those stipulated in such Fair 
Trade contracts. The first notification to the defendants in the in- 
stant action that resale prices had been fixed by the plaintiff was 
served on December 18, 1937. 

The sales by the defendants complained of in the moving papers 
were made on December 20, 21, 22 and 23, 1937. 


was verified December 27, 1937. 


The complaint 


In the reply affidavits submitted by the plaintiff complaint is 
made of sales by the defendants on February 2, 1938, and February 
3, 1938. 

Plaintiff also claims that the defendant's stock of plaintiff's 
products was purchased from one Auerbach, who had purchased 
same from plaintiff for export to South America. The affidavit of 
plaintiff's attorney (Burdick) gives the dates of delivery of the 
merchandise to defendants by Auerbach, the first of said dates being 
October 26, 1936, and the last September 14, 1937. 

The affidavit of Robert J. Macher, the president of the corporate 
defendant, states that on December 18, 1937, when plaintiff served 
notice upon the defendants that it had fixed prices, the corporate 
defendant had in stock a large quantity of plaintiff's products, which 
had been purchased, acquired and paid for, the amount exceeding 
$10,000 in net costs to said defendant. 
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Although no definite statement is made by defendant that the re- 
sales complained of by plaintiff were made from merchandise pur- 


chased prior to December 18, 1937, there is a fair inference that the 


defendant intended such statement. The reasonable probability is 


that the sales complained of were made from merchandise purchased 
by the defendant prior to that date and this is particularly so as to 
the merchandise sold from December 20 to 23, 1937, only a few days 
after the price fixing went into effect. 

It seems to me, therefore, there is a bona fide question as to 
whether the resales were made from merchandise purchased prior 
to notice of the Fair Trade contracts. This is an issue which should 
not be determined adversely to the defendants on a motion for a 
temporary injunction. 

The question still remains whether the defendants may be en- 
joined from selling merchandise at prices lower than those fixed by 
the plaintiff, despite the fact that the merchandise was purchased 
prior to the time that the plaintiff fixed resale prices. 

The opinion of the United States Supreme Court in the case of 
Old Dearborn Co. v. Seagram Corp’n (299 U. S. 183) [27 T.-M. 
Rep. 3], upon the basis of which the Court of Appeals of this state 
reversed its previous ruling and upheld the price fixing statute 
(Bourjois Sales Corp’n v. Dorfman, 273 N. Y. 167), tends to in- 
dicate that the validity of the price fixing statute there under con- 
sideration, which is the same as the one in this state, would not have 
been upheld in respect of merchandise purchased prior to the price 
fixing restriction. The court there said (p. 193): 

We are not called upon to determine the case of one who has made his 
purchase in ignorance of the contractual restriction upon the selling price, 
but of a purchaser who has had definite information respecting such con- 
tractual restriction and who, with such knowledge, nevertheless proceeds 
wilfully to resell in disregard of it... . Appellants here acquired the com- 
modity in question with full knowledge of the then existing restriction in 
respect of price which the producer and wholesale dealer had imposed, 
and, of course, with presumptive if not actual knowledge of the law which 
authorized the restriction. 

Appellants were not obliged to buy; and their voluntary acquisition 
of the property with such knowledge carried with it, upon every principle 
of fair dealing, assent to the protective restriction, with consequent liability 
under Sec. 2 of the law by which such acquisition was conditioned. 
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The court then goes on to distinguish certain cases in the fol- 
lowing language (p. 194): 


In those cases the property affected had been acquired without any 
pre-existing restriction in respect of its use or disposition. The imposition 
of the restriction in invitum was authorized after complete and unrestricted 
ownership had vested in the persons affected. Here, the restriction already 


imposed with the knowledge of appellants ran to the acquisition and con- 
ditioned it. 

































It is a fair question then whether one who purchases a com- 
modity at a time when the manufacturer thereof has fixed no resale 
prices may be thereafter restricted as to the prices for which he may 


resell the commodity thus purchased by reason of the subsequent 





fixation of prices by the manufacturer. Having purchased the com- 
modity at a time when he was free to resell it for whatever price he 
saw fit, it would seem that the purchaser should not be limited or 
restricted in regard to the selling of the commodity by reason of 
subsequent price fixing on the part of the manufacturer. To say 
otherwise would be an unfair restriction upon the purchaser’s in- 
vestment and a deprivation of property rights. 

Plaintiff contends that Wilson Distilling Co., Inc. v. Seyopp 
Corp’n (N. Y. Law Journal, December 15, 1937, p. 2184), which 
was affirmed by the Appellate Division, First Department, without 
opinion (N. Y. Law Journal, January 14, 1938, 1 N. Y. Supp., 2d, 
1016) is authority for the proposition that no distinction is to be 
made between merchandise purchased prior to the price fixing and 
merchandise purchased subsequent thereto. An examination of the 
record on appeal in that case reveals, however, that in the opposing 
affidavit of one Altman it was admitted that “a small additional pur- 
chase was made by defendant” in September, 1937; whereas the 
resale prices had been fixed on April 22, 1937. The defendant in 
that case conceded that it was not in a position to prove that the 
resales complained of by the plaintiff, which took place on October 
28 and November 14, 1937, were made from the merchandise which 
defendant had purchased prior to April 22, 1937. The defendant 
there was unable to establish whether the resales were made from 
merchandise purchased prior to the price fixing or from the ‘“‘small’’ 


additional quantity purchased after the price fixing. The case is, 
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therefore, not clear authority for the proposition that a defendant 
may properly be enjoined from selling merchandise at prices lower 
than those fixed in a Fair Trade agreement, despite the fact that the 
merchandise was purchased by him prior to the Fair Trade agree- 
ment. 

In Seagram Distillers Corp’n v. Seyopp Corp’n (N. Y. Law 
Journal, January 15, 1938, p. 233) it was held that the complaint 
should allege that the goods sold in violation of the provisions of the 
statute were acquired by the defendant subsequent to its acquisition 
of knowledge or notice as to the price fixing restriction. It is true 
that the court on reargument in that case reversed his decision (N. Y. 
Law Journal, January 26, 1938, p. 418), but this may only mean 
that instead of being a necessary allegation of the complaint it is a 
matter of defense to show that the resales were made from merchan- 
dise purchased prior to the declaration of price fixing agreement. 
Settle order. 

For the reasons stated above, the application for a temporary 
injunction is denied, and the action should await the trial. 


CLARENCE H. Scuimpr, doing business as Croker-Evans SERVICE 


v. R. H. Macy & Co., Inc. 


New York Supreme Court, Special Term, New York County 


January 19, 1938 


Unrain Competirion—StTate SrarureEsS—New York Fair Trape Act— 
CONSTITUTION ALITY. 

It is now the settled doctrine of the State that the Fair Trade Act, 

(Chap. 976, Laws of 1935) does not violate the fundamental law. 
Unrarr Competition—Fair Trape Actr—Svuirs—DEerenses. 

Held that, in a suit involving the New York Fair Trade Act, cer- 
tain defenses, such as that the Act is void and violative of the consti- 
tution, and that is too uncertain and indefinite for enforcement should 
be stricken out. The defense that, because of general violation of the 
price fixing agreement concerned by defendant’s competitors, defend- 
ant was forced to cut prices, held should be allowed. 


In equity. Motion by plaintiff to strike out defenses in action to 
enjoy selling of radio sets for less than prices fixed by contract. 
Allowed in part, denied in part. 
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W. H. Crichton Clarke, of New York City, for plaintiff. 
Leon Lauterstein, of New York City, for defendant. 


VaLentE, J.: Plaintiff brings this motion under Rule 103 of the 
Rules of Civil Practice to strike out four defenses as frivolous, 
sham and irrelevant, and designated in the answer as the second, 
third, fourth and fifth defenses. The action involves the enforce- 
ment of Chapter 976 of the Laws of 1935 (McKinney’s Unconsol. 
Laws, § 2201 et seqg.), commonly known as the Fair Trade Act, 
which legalizes contracts providing for the fixing of prices at which 
commodities may be sold in the market. The constitutionality of 
the act can no longer be questioned. It is now the settled doctrine 
of this State that this statute does not violate the fundamental law. 
The Court of Appeals in Bourjois Sales Corp. v. Dorfman (273 
N. Y. 167), following the United States Supreme Court in Old Dear- 
born Distributing Co. v. Seagram-Distillers Corp. (299 U. S. 183) 
[27 T.-M. Rep. 3], overruled its previous decision in Doubleday, 
Doran & Co. v. Macy & Co. (269 N. Y. 272) [27 T.-M. Rep. 73] 
and held as constitutional this statute making the sale of a com- 
modity at less than the price stipulated in a contract actionable as 
unfair competition. This must now be accepted as law, even though 
the party doing the actual selling and sought to be enjoined is not a 
party to such contract. Defenses, therefore, which challenge the 
constitutionality of the act must necessarily fail. 

The separate defenses designated third and fifth, which attack 
the act as void and as violative of the Constitution, must, therefore, 
be termed frivolous and ordered stricken out. 

Substantially, the second defense alleges that the contract is so 
uncertain and indefinite with reference to the provisions concerning 
“trade in allowances’ that persons of common intelligence must 
resort to guessing as to the meaning and differ as to the application 
of these clauses. It is consequently urged to be unenforcible by in- 
junction. While I believe that a more precise method regulating 
“trade in allowances” might be devised, yet I am of the opinion that 
the formula contained in the contract, if honestly applied, is not 


so indefinite as to be incapable of enforcement. The criterion estab- 
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lished in the agreement for judging the value of a radio sought to be 
traded in appears to be not dissimilar from those employed in esti- 
mating the value of other types of merchandise and chattels. That 
defense should, therefore, be stricken out. 

That leaves for consideration the fourth defense. Here the de- 
fendant explains that it attempted to maintain fixed prices and called 


upon the wholesale distributors who had set the prices to compel 


uniform observance ; that no action was taken to compel defendant’s 
competitors to sell at fixed prices with the result that selling con- 
tinues at prices below those fixed; and that the defendant in order 
to protect its business was obliged to take the same course in order 
to meet competition. While I am not unmindful of the fact that the 


defendant under the act could bring actions against those violating 


the statute, yet where an aggravating and inequitable situation of 
that kind exists it can hardly be said that it is frivolous to urge it 
before a court of equity. I think the defendant should be permitted 
to present the facts constituting the defense on the trial of the 
action. 

The motion, in so far as it seeks to strike out the fourth defense, 


is denied. Settle order. 


InN THE MATTER OF THE APPLICATION OF RIVERBANK CANNING 


CoMPANY 
United States Court of Customs and Patent Appeals 
Serial No. 346,322 
April 4, 1938 


Trape-Marks—RecGistration—“Maponna” For Wines—ScaNnpDALous Mark. 

Inasmuch as the use of the word “Madonna,” being the name popu- 

larly given to the Virgin Mary, as a trade-mark on wines for general 

use would be objectionable and repugnant to many people, held that 

the Commissioner’s decision refusing registration on the ground that 
such use would be scandalous, must be affirmed. 


On appeal from a decision from the Commissioner of Patents 
affirming that of the Examiner refusing to register a trade-mark. 


Affirmed. For the Commissioner's decision, see 26 T.-M. Rep. 642. 
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Charles R. Allen and William G. MacKay, both of Washington, 
D. C., for appellant. 
R. F. Whitehead, of Washington, D. C., for Patent Office. 


Lenroot, J.: This is an appeal from a decision of the Commis- 
sioner of Patents, affirming that of the Examiner refusing to register 


the mark “Madonna” as a trade-mark for wines on the ground that 


the use of the word, for such purpose, is scandalous within the mean- 
ing of Section 5 (a) of the Trade-Mark Act of February 20, 1905. 

The present application was filed January 20, 1934, and was 
published July 17, 1934. Thereafter, and within the statutory 
period, an opposition was filed, based on the likelihood of confusion 
in trade. 

On September 28, 1934, the Examiner of Trade-Marks requested 
the Commissioner to approve jurisdiction of the application for the 
purpose of refusing the registration applied for, on the ground that 
its registration for wines would be scandalous. This request was 
approved on September 28, 1934, and on October 8, 1934, registra- 
tion was denied by the Examiner on the ground that to register 
the mark “Madonna” for wines “would be offensive to the provision 
of Sec. 5 (a) of the Act of February 20, 1905, which prohibits regis- 
tration when a mark ‘consists of or comprises scandalous matter.’ ” 
A request for reconsideration of said decision was denied by the 
Examiner. 

Upon appeal to the Commissioner, the decision of the Examiner 
was affirmed, whereupon the applicant appealed to this court for 
a review of such decision. 

The only question involved herein is whether the word “Ma- 
donna,” as a trade-mark for wines, comes within the scope of the 
aforesaid section prohibiting the registration of any mark that “‘con- 
sists of or comprises immoral or scandalous matter.” 

The word “scandalous” is in common use, and its meaning is 
well understood. Dictionary definitions are as follows: 


1. Causing or tending to cause scandal; .. .. shocking to the sense of 
truth, decency, or propriety; disgraceful; offensive; disreputable. . 
(Funk & Wagnalls’ New Standard Dictionary.) 
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2. Giving offense to the conscience or moral feelings; exciting reproba- 


tion; calling out condemnation. . . . (Webster’s New International Dic- 
tionary, 1932.) 

This clause first appeared in the Trade-Mark Act of February 
20, 1905. Its legislative history does not aid us in arriving at the 
intent of Congress in its enactment, and we must give to the word 
“scandalous” its ordinary and common meaning; applied to the case 
at bar, the question is whether the use of the mark “Madonna” upon 
wine which is not limited to a religious use may be held to be “‘shock- 
ing to the sense of .. .. propriety,” or would such use give “offense 

. ® ” 
to the conscience or moral feelings. 

The word “Madonna” is defined in Funk & Wagnalls’ New 
Standard Dictionary as follows: 

1. My lady; signora; an old Italian form of address equivalent to 
madam. 2. (M-) hence, the Virgin Mary; also, a painted or sculptured 
representation of the Virgin. 

Webster’s New International Dictionary defines ““Madonna” as 
follows: 


1... . . My lady;—a term of address in Italian formerly used as 


the equivalent of madame, where signora is now substituted. 


2. a. An Italian designation of the Virgin Mary. b. A picture or 


a statue of the Virgin Mary. 

While the primary meaning of the word “Madonna” in Italy may 
be, as above stated, ““My lady” or “Madame,” there can be no doubt 
that in the United States, and among all English-speaking peoples, 
the word “Madonna’”’ is generally understood to refer to the Virgin 
Mary or to a pictorial representation of the Virgin Mary. 

It is well settled that the use of a word as a trade-mark has the 
same effect as the use of a picture, if the word means the same as 
the picture. In re Maclin-Zimmer-McGill Tobacco Co., Inc., 49 
App. D. C. 181 [10 T.-M. Rep. 93]; Nestle and Anglo-Swiss Con- 
densed Milk Company v. Walter Baker and Company, Limited, 37 
App. D. C. 148 [1 T.-M. Rep. 90]; J. P. Heilbronn Co. v. Hammer- 
mill Paper Co., 18 C. C. P. A. (Patents) 1307, 48 F. (2d) 963 [ 21 
T.-M. Rep. 249]. 


We must, therefore, in considering the registrability of the mark 


“Madonna” as a trade-mark, consider also whether a_ pictorial 
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representation of the Virgin Mary as a trade-mark for wines would 
be shocking to the sense of propriety or call out condemnation. 

Of course, the word ““Madonna”’ is not per se scandalous. We 
do not understand that appellant contends that a mark must be scan- 
dalous per se to come within the prohibition of the statute. Every- 
one would concede that an application to register the name of the 
Supreme Being as a trade-mark would be properly rejected under 
the provision of the statute here under consideration. It is there- 
fore obvious that, in determining whether a mark “consists of or 
comprises . . . . scandalous matter,’ consideration ordinarily must 
be given to the goods upon which the mark is used. 


Appellant introduced into the record a number of registrations 
of the mark “Madonna,” applied to goods of various kinds, not con- 


taining alcohol, two of which registrations were granted to appellant. 


Whether such registrations were properly issued is not before 
us, and their issuance constitutes no reason why the registration of 
appellant’s mark here involved should be allowed if it is in fact 
scandalous. See In re The Ric-Wil Co., 24 C. C. P. A. (Patents) 
905, 87 F. (2d) 516. 

Whether wine in itself is harmless we are not called upon here 
to determine, and we express no opinion upon that subject. Prob- 
ably a majority of the people of the United States believe that, 
moderately used, it is harmless, but it is likewise true that wine, gen- 
erally speaking, is included within the term “intoxicating liquor ;”’ 
that for a number of years, under National Prohibition, the manufac- 
ture and sale of wine for use as a beverage was prohibited; that sev- 
eral States now prohibit such sale; and that, wherever its sale is 
permitted, the seller must be licensed and is subject to strict regula- 
tions governing the conduct of such business. 

It is true that the Bible records that the Saviour changed water 
into wine at the behest of his Virgin Mother at the wedding feast, 
and quotations can be made from the Bible commending the use of 
wine; but it is also true that the evils growing out of the excessive 
use of intoxicating beverages are probably much greater today than 
they were 1,900 years ago. 
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In the case of Crane v. Campbell, etc., 245 U. S. 304, the court 
said: 

It must now be regarded as settled that, on account of their well-known 
noxious qualities and the extraordinary evils shown by experience commonly 
to be consequent upen their use, a State has power absolutely to prohibit 
manufacture, gift, purchase, sale, or transportation of intoxicating liquors 
within its borders without violating the guarantees of the Fourteenth 
Amendment. 

That wine, like any other intoxicating beverage, may be, and 
often is, used to excess, is a matter of common knowledge. 

Appellant’s officers are evidently of the belief that the use of 
said mark would be an aid to its business. It may not be objected 
to by many wine drinkers, as the record tends to show by affidavits 
introduced by appellant; but it is a matter of common knowledge 
that the United States is not a wine-drinking country, such as are 
some of the countries of Europe, and probably only a very small 
minority of its people use wine even moderately. In determining 
whether the mark, used upon wine, is scandalous, we must consider 
the viewpoint, not of wine drinkers alone, but also of those who do 
not use wine as a beverage 

The Virgin Mary stands as the highest example of the purity of 
womanhood, and the entire Christian world pays homage to her as 
such. Her representation in great paintings and sculpture arouses 
the religious sentiments of all Christians. 

We can readily understand that many who are accustomed to the 
use of wine as a beverage, remembering the use of it as a beverage 
in Biblical times, would not be shocked at the use of the word ‘‘Ma- 
donna” or a representation of the Virgin Mary as a trade-mark upon 
wine used for beverage purposes; but we also believe that there are 
many wine users who, knowing that the excessive use of wine is a 
great evil and not uncommon, would be shocked by such use of said 
mark upon wine, especially in view of the fact that such mark would 
probably be displayed, among other places, in barrooms. 


In our opinion, to commercialize the name of, or a representation 


of, the Virgin Mary as a trade-mark is of very doubtful propriety, 


and we feel certain that its use upon wine for beverage purposes 


would be shocking to the sense of propriety of nearly all who do 
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not use wine as a beverage, and also to many who do so use it; there- 
fore, we think such use of the word ““Madonna” would be scandalous 
and its registration prohibited under said trade-mark act. 

The field is almost limitless from which to select words for use 
as trade-marks, and one who uses debatable marks does so at the 
peril that his mark may not be entitled to registration. 

It follows from the foregoing that we must hold that the decision 
of the Commissioner was right, and it is affirmed. 





Jackson, J., dissenting: The appellant herein is not seeking to 
register a representation of the Virgin Mary. As I understand it, 
appellant has used no such representation in connection with his 
allowed registrations of the term ““Madonna”’ as applied to articles 
of food sold by it and merely seeks uniformity of mark to include 
another well recognized and favorably considered product, wine. 

The statute denies registration to any mark that “consists of or 
comprises immoral or scandalous matter.”’ 

The mark per se sought to be registered is certainly not within 
the prohibition of the statute. It has been registered numerous 
times, as applied to different articles of trade. 

There can be no doubt but that the word “Madonna,” by associa- 
tion of ideas, generally refers to representations of the Virgin Mary. 
In painting and sculpture, great masterpieces of everlasting beauty 
have been made throughout all of Europe, and now adorn churches 
and art galleries everywhere. They are the mold and form of ideal 
motherhood and purity. They excite reverential devotion in the 
souls of many millions of humanity. Jt is not, however, so much 
the title but rather the depiction of the subject that moves the emo- 
tions of men. 

But can it be fairly said that the registration of the simple word 
“Madonna,” as a trade-mark applied to material things, is shocking 
to the sense of propriety, or that it is offensive? Not surely in the 
light of the trade-mark law, under which thread, eau de Cologne, 
medicines, toilet soap, tooth powder, cold cream, fabrics, precious- 
metal ware, and foodstuffs bear not only the expression itself, but 


in some instances carry the pictured representation of the Virgin. 
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If it cannot be said that the registration of this word is “scandalous,” 
as applied to the many articles of commerce above set forth, that it 
does not call for reprobation or excite a feeling of offense in being 
so applied, I am ata loss to see how it can reasonably come within 
the purview of the act as applied to wines. If the use of the trade- 
mark “Madonna,” as applied to the goods and articles mentioned, 
gave offense or scandal, it seems to me it would be noised about and 
probably these articles would have but scanty sales. 

If, as applied to wine, the registration of this word should give 
scandal to devout church members, that feeling, in all reason, should 
likewise be engendered by its application to anything not of a 
religious nature. With respect to some others, wine itself is con- 
sidered a scandalous thing and they would, if they could, not only 
deny to it a name, but destroy it utterly. 

I cannot agree that wine is often drunk to excess, as, in my 
opinion, it is a matter of common knowledge that wine users are gen- 
erally not drunkards and that the habitués of barrooms are not gen- 


erally wine drinkers. The excessive use of good food results in evil. 


Surely a glutton gives scandal comparable to the scandal caused by 


one who drinks alcoholic beverages to excess. 


Wine seems to have been a concomitant of mankind as far back 
as books and tradition reach. It appears to have been what man 
has always considered the principal and finest product of the grape. 
The very nature of wine has placed it in a unique position as a 
beverage. It never has been and never can be classed with the harsh 
products of distillation which are made, not for the palate, but 
rather for powerful stimulating effect. Wine always has and prob- 
ably always will grace boards of refinement and gentle conduct. 
Ordinary wine is used as a common and usual beverage by multitudes 
of our people instead of water. The Saviour changed water into 
wine at the behest of his Virgin Mother at the wedding feast; it was 
used at the Last Supper, and, as a matter of common knowledge, it 
is a part of.the very core of the most sacred religious rites of many 
of both Christian and other faiths. 

In view of what has been heretofore said in this opinion, I cannot 
hold that registration of the word “Madonna,” as applied to wines, 
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would shock the conscience or offend against religious belief. To 
hold otherwise would certainly mean that wine, of itself, is evil, since 
obloquy would attach to the trade-mark, good in itself, when applied 
to the beverage. The application herein is not for registration to 
use in connection with whiskey, brandy, rum, beer, or the like. The 
right to register the mark for such goods is not before us. 

The applicable law in this matter is undoubtedly restrictive and 
was purposely so cast by Congress, and, as such, “must be construed 
against the officer governed thereby. ...’’ Ea parte Jefferson Elec- 
tric Mfg. Co., 1917 C. D. 71, 244 O. G. 817 [7 T.-M. Rep. 603]. 

There are some phases of the opinion of the majority which are 
not very clear and apparently somewhat contradictory. In one place 
it says: 

.... It is therefore obvious that, in determining whether a mark “con- 
sists of or comprises . . .. scandalous matter,” consideration ordinarily 
must be given to the goods upon which the mark is used. 

This would imply, as I understand it, that there are goods upon 
which the mark “‘Madonna”’ might be used without resulting scandal. 
Later in the opinion is found the following: 


In our opinion, to commercialize the name of, or a representation of, 
the Virgin Mary as a trade-mark is of very doubtful propriety. . . . 

This would imply that to use the mark upon any goods entering 
commerce is of doubtful propriety, which I think suggests that the 
trade-mark “Madonna” which was applied to various kinds of goods 
not containing alcohol, referred to in the opinion should not have 
been registered. This I think is an attack, at least by implication, 
upon the validity of those registered trade-marks and which is un- 
necessary to the decision of this case. 

The last-quoted statement would suggest the impropriety of 
using the trade-mark “Madonna” upon articles connected with the 
practice of religion, which are manufactured and sold for profit. 
It is easy to conceive of articles made for the purpose of promoting 
religion and aiding in religious ceremonies, which are dealt with in 
commerce, and upon which the use of the trade-mark ‘““Madonna’”’ 
would not be regarded as scandalous by anyone. On the contrary, 
the use of the word ““Madonna”’ as applied to a rosary which is used 
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in a system of prayer to the Virgin Mary is not only appropriate 
but would tend to create in the minds of the users even more fervent 


faith and greater devotion. Obviously, this is true as applied to 








many different articles used in connection with religion. 


The decision of the Commissioner of Patents should be reversed. 


Bianp, J., concurs in the foregoing dissent. 












Jacosp ENGLANDER, doing business as FeperALt Propucrs Co. v. 


CoNTINENTAL Distrituine Co. 


United States Court of Customs and Patent Appeals 





Opposition No. 14, 756 















April 4, 1938 





‘Trape-Marks—Opposirion—V Aipiry OF REGISTRATION. 

The validity of a registered mark cannot be challenged in an opposi- 
tion proceeding. 

Trape-Marks—OppositioN— VERIFICATION OF NOTICE. 

Where the notice of opposition was verified by the vice-president 
of the appellee company, the presumption was that he was, in absence 
of evidence to the contrary, such vice-president and had authority to 
act in the premises. 

Trape-Marks—Opposit1ioN—“Sriver Bar” anv Picrure or Man Howpine 
SHIELD AND “Srtver Sutreip’—Conrvictinc Marks. 

A composite trade-mark comprising the words “Silver Bar” in asso- 

ciation with the picture of a man in mediaeval costume holding a shield 
held confusingly similar to a mark consisting of the words “Silver 
Shield.” 





On appeal from a decision of the Commissioner of Patents sus- 


taining notice of opposition. Affirmed. (See 27 T.-M. Rep. 345.) 


Louis B. Englander, of Newark, N. J., for appellant. 
Leonard L. Kalish, of Philadelphia, Pa., for appellee. 








Hartrietp, J.: ‘This is an appeal in a trade-mark opposition pro- 
ceeding from the decision of the Commissioner of Patents affirming 
the decision of the Examiner of Interferences sustaining appellee’s 
notice of opposition and holding that appellant was not entitled to 
the registration of a composite trade-mark comprising the words 


“Silver Bar” in association with the picture of a man in “apparently 
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medieval times costume holding a shield,’ for use on whiskey, gin, 
rum, brandy, and alcoholic cordials. 

In its application, appellant stated that it had used its trade-mark 
on its goods since January 12, 1934. 

Although the words “Silver Bar” in appellant’s mark are asso- 
ciated with a pictorial design, they are the dominant feature of the 
mark. 

Appellee’s mark, consisting of the words “Silver Shield,” for use 
on “Whiskey, Gin, Rum, Rye, Brandy, and Cordials,’ was registered 
March 13, 1934, No. 311,048, on an application filed November 22, 
1933. 


It will be observed that the goods of the parties are substantially 


the same. 

In opposing the registration of appellant’s trade-mark, appellee 
relied upon the confusion-in-trade clause, of Section 5 of the Trade- 
Mark Act of February 20, 1905. 

Evidence was introduced by appellee for the purpose of estab- 
lishing that it used its mark prior to the first use by appellant of its 
mark, and that the marks of the parties were confusingly similar. 

The time for the taking of testimony in the case having expired, 
counsel for appellant, on July 24, 1936, filed an application (naming 
therein the witnesses he desired to interrogate) for permission to 
take testimony for the purpose of establishing appellant’s good 
faith in the adoption and use of its mark; that appellee had not, 
in fact, used its trade-mark on its goods on November 17, 1933, the 
date of alleged first use in appellee’s application for the registration 
of its mark; and that appellee “fraudulently procured the certificate 
of registration for ‘Silver Shield.’ ” 

In explanation of the delay in taking the testimony of the wit- 
nesses named in the application, counsel for appellant stated that it 
had been his desire to “first examine the president of the’ appellee 
company, whose residence address he had theretofore been unable 
to ascertain. Those facts, it was stated, were set forth in previous 
motions. (No such motions appear of record.) 

On July 29, 1936, the Examiner of Interferences, in denying the 
application, among other things, said: 
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The record discloses that on March 30, 1936, the Examiner denied a 
motion filed March 23, 1936, by the applicant, for an extension of time 
for taking testimony, by reason of non-compliance of the latter with Rule 
154 (d). In this last-mentioned motion the applicant indicated a desire 
to take testimony of officers of the opposer corporation, but stated that he 
was then unable to locate them. 

In the motion filed July 24, 1936, one of the applicant’s proposed wit- 
nesses is identified as the president of the opposer corporation, it being 
indicated therein that the applicant has now ascertained the location of 
this person. However, the motion fails to disclose the steps taken by ap- 
plicant to locate said witness or the dates when efforts to this end were 
made. 

The motion is accordingly deemed not yet to comply with all the 
provisions of Patent Rule 154 (d) and it is therefore denied. (Italics ours.) 


It does not appear from appellant’s application to take testimony, 
and the affidavit in support thereof, that, for the reasons stated by the 
Examiner, he had fully complied with Rule 154 (d) of the Rules of 
Practice in the United States Patent Office. Accordingly, appel- 
lant’s application was properly rejected. 


The validity of a registered mark cannot be challenged in an 
opposition proceeding. Sharp & Dohme v. Parke, Davis §& Co., 17 
C. C. P. A. (Patents) 842, 37 F. (2d) 960 [20 T.-M. Rep. 79}; 


American Fruit Growers v. Michigan Fruit Growers, 17 C. C. P. A. 
(Patents) 906, 38 F. (2d) 696 [20 T.-M. Rep. 135]; California 
Packing Corp. v. Tillman & Bendel, Inc., 17 C. C. P. A. (Patents) 
1048, 40 F. (2d) 108 [20 T.-M. Rep. 238]; Standard Oil Co. (New 
Jersey) v. Clarence W. Epley, 17 C. C. P. A. (Patents) 1224, 40 
F. (2d) 997; H. G. MacEachen v. Tar Products Corporation, 17 
C. C. P. A. (Patents) 1264, 41 F. (2d) 295 [20 T.-M. Rep. 464]; 
Revere Sugar Refinery v. Joseph G. Salvato, 18 C. C. P. A. 
(Patents) 1121, 48 F. (2d) 400 [19 T.-M. Rep. 354]; George H. 
Ruth Candy Co. (Inc.) v. The Curtiss Candy Co., 18 C. C. P. A. 
(Patents) 1471, 49 F. (2d) 1033 [21 T.-M. Rep. 319]; EF. Daltroff 
§ Cie v. V. Vivaudou, Inc., 19 C. C. P. A. (Patents) 715, 53 F. (2d) 
536 [21 T.-M. Rep. 632]; Richard Hellman, Inc. v. Oakford & 
Fahnestock, 19 C. C. P. A. (Patents) 816, 54 F. (2d) 423 [22 T.-M. 
Rep. 18]; Walgreen Co. v. Godefroy Manufacturing Co., 19 C. C. 
P. A. (Patents) 1150, 58 F. (2d) 457 [25 T.-M. Rep. 23]; Break- 
stone Bros., Inc. v. Gerber & Co., Inc., 19 C. C. P. A. (Patents) 
1224, 58 F. (2d) 419 [22 T.-M. Rep. 263]; Aktiengesellschaft fiir 
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Feinmechanik, vormals Jetter & Scheerer v. Kny-Scheerer Corp., 
21 C. C. P. A. (Patents) 877, 88 F. (2d) 974 [26 T.-M. Rep. 40]; 
Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. 
P. A. (Patents) 1244, 90 F. (2d) 257. 

In those cases, applicants for registration were attempting to 
attack the validity of registered marks of opposers. In some in- 

stances, it was claimed that the registrations were invalid because 
of prior registrations of such or similar marks on goods of the same 
descriptive properties. 

In the case of Walgreen Co. v. Godefroy Manufacturing Co., 
supra, the validity of a registered mark was questioned on the 
ground of descriptiveness. It was held that that issue could not be 
raised in an opposition proceeding. 

In the Ely & Walker Dry Goods Co. case, supra, the applicant 
for registration alleged that the opposer’s registered mark was in- 
valid because the application for registration was not in accordance 
with the requirements of the Trade-Mark Act, supra; that the op- 
poser was not using the registered mark as a trade-mark; and that, 
for other reasons, the registration was invalid. We there again held 
that the validity of a registered mark could not be attacked in an 
opposition proceeding. | 

It was pointed out in our decisions in some of those cases that 
the Congress specially provided, in Section 13 of the Trade-Mark 
Act, supra, for proceedings for the cancellation of a trade-mark 
registration by one who deemed himself injured by such registra- 
tion, and that, if an interested party desired to question the validity 
of a trade-mark registration, he should proceed in accordance with 
the provisions of that section. 

We have also held in several cases, some of which are hereinbe- 
fore cited, that, in opposition proceedings, the Patent Office tribunals 
are not limited to the precise issues presented in notices of opposi- 
tion, but, on the contrary, by virtue of the provisions of Section 7 of 
the Trade-Mark Act, supra, may dispose of any question relating 
to a proposed registration that might properly be considered in an 
ex parte proceeding, and that, if an applicant’s mark be identical 


with a registered mark owned by another, or confusingly similar 
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thereto, and the goods of the applicant are of the same descriptive 
properties as those of the registrant, the application for registration 
should be denied, regardless of the issues raised by the notice of 
opposition. Furthermore, the Congress has provided in Section 7, 
supra, for an interference proceeding, under proper circumstances, 
between applicants for registration, and between an applicant and a 
registrant, to determine the question of priority of use of their marks. 
Accordingly, testimony relating to the question of the validity of 
appellee’s registration, which counsel for appellant desired to submit, 
is wholly irrelevant to the issues in this case. 

It appears from the decision of the Examiner of Interferences 
that counsel for appellant contended in his brief on final hearing be- 
fore the Examiner that appellee’s notice of opposition was invalid, 
because, it was argued, it was not accompanied by evidence of the 
authority of the vice-president of the appellee company to file the 
notice of opposition. No motion of any kind raising that issue was 
filed by counsel for appellant, nor was there anything in the answer 
of appellant to indicate that that question would be raised. 

In holding that the notice of opposition was sufficient, the Ex- 
aminer of Interferences said: 

The applicant contends that no valid notice of opposition has been filed 
herein by reason of the lack of proof of the authority of the vice-president 
of the opposer corporation to sign this notice of opposition. The office has 
long recognized that a corporate officer possesses presumptive authority to 
act on behalf of the corporation in a proceeding of this character. In the 
absence of a showing sufficient to rebut such presumption this contention 
is not sustained. Furthermore, this defense is not raised in any pleading 
filed by the applicant and it therefore may not properly be now asserted. 

The Examiner’s holding in that respect was, on appeal, affirmed 


by the Commissioner of Patents. We assume, therefore, that it has 


long been the practice of the Patent Office to consider as presump- 


tively valid the verification of a corporation’s notice of opposition 
made by one of its executive officers. 

Counsel for appellant insists, however, that the notice of opposi- 
tion in the instant case is invalid because it was not accompanied by 
a resolution by the Board of Directors of appellee’s company 
authorizing the vice-president to sign, verify, and file it. In support 


of his contention, counsel cites the case of Bass, Ratcliff & Gretton, 
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Ltd. v. Hartmann Brewing Company, 1906 C. D. 143, wherein it 
was held by the Commissioner of Patents, on the authority of his 
decision in the case of Martin v. Martin §& Bowne Company, 1905 


C. D. 490, that a notice of opposition should be signed and verified 
by an opposer, and not by its attorney. 


In the Bass, Ratcliff & Gretton case, supra, the Commissioner 
‘alled attention to the fact that his decision in the Martin case, supra, 


had been affirmed by the Court of Appeals of the District of Colum- 
bia (27 App. D. C. 59), and said: 


It is urged that the requirement for the personal oath of the one oppos- 
ing cannot apply and was not intended to apply to a corporation. 

In regard to this matter it may be said that a corporation can act by its 
executive officers when it is necessary, and in the present case it is thought 
that the oath should be furnished by such an officer, with a statement of his 
authority to act as the agent of the corporation. 


(Italics ours.) 

The issue before the Commissioner in that case was whether an 
attorney, acting in that capacity only, was authorized by the statute 
to sign and verify a notice of opposition for the corporation which he 
represented, not whether an executive officer of a corporation was 
authorized to sign and verify such notice. Accordingly, the state- 
ment in his decision that a notice of opposition by a corporation 
should not only be signed and verified by an executive officer, but 
should be accompanied by “‘a statement of his authority to act as the 
agent of the corporation” was obiter dictum. 

In the Martin case, supra, the Court of Appeals of the District 
of Columbia, in affirming the decision of the Commissioner of Patents, 
expressly reserved opinion as to the right of an agent of a corpora- 
tion to sign and verify a notice of opposition. We quote from the 
court’s decision in that case: 

In some instances, where the statute required an cath to be made by a 
party, it has been held that in case of a corporation the oath might be made 
by its duly authorized agent, who had personal knowledge of the facts. Of 
this nature is the single authority relied on by the appellant. Re Chequasset 
Lumber Co., 112 Fed. 56, 58. See also Wheeler & W. Mfg. Co. v. Lawson 
.... [15 N.W. 398]. The reason on which these decisions rest is that, while 
the corporation, as the party to the proceeding, is entitled to the benefit of 
the statute, it can only act by agent; and, hence, that the power to obtain 
the conferred benefit through the oath of its agent must be inferred. 

The conclusion seems to be a reasonable one, but the question is not 
involved in this case, and we express no opinion in respect of it. (Italics 
ours.) 
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We have examined the decisions in the other cases cited by counsel 
for appellant, and find that they have no bearing on the issue under 
discussion. 

At the time of the oral arguments in this court, counsel for ap- 
pellant frankly stated that, other than the dictum in the Bass, Rat- 
cliff §& Gretton case, supra, he could find no authority in support of 
his contentions. 

Section 6 of the Trade-Mark Act, supra, provides that a notice 
of opposition “shall be verified by the person filing the same,” and 
that, although an “opposition may be filed by a duly authorized at- 
torney,” it “shall be null and void unless verified by the opposer.” 

The notice of opposition in the instant case was signed and veri- 
fied by the vice-president of the appellee company, and, in the 
absence of evidence to the contrary, it will be presumed that he was 
such vice-president and had authority to act in the premises. Sun 
Printing & Publishing Assn. v. Moore, 183 U.S. 642, 651. Further- 
more, according to the decision of the Examiner of Interferences, the 


Patent Office has long recognized, in the absence of evidence to the 


contrary, that a “corporate officer possesses presumptive authority” 


to act on behalf of a corporation in opposition proceedings, and we 
find nothing in the statute to warrant a holding that the Patent Office 
practice in this respect is contrary to law. 

The authority of the vice-president of the appellee company to 
verify the notice of opposition in the instant case not being challenged 
by any evidence of record, appellant’s assignment of error in this 
respect is not well founded. 

The real issue in the case is whether the tribunals of the Patent 
Office were right in holding that the marks of the respective parties 
were confusingly similar. 

It is argued by counsel for appellee that the shield in appellant's 
composite mark is silver in color. (In appellant’s application, the 
shield appears white, although it might have the appearance of 
silver when the mark is in actual use.) 

In his decision, the Commissioner made the following appropriate 
observation: 
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While the design must, of course, be considered as a part of the composite 
mark, the fact remains, as pointed out by the Examiner of Interferences, 
“that purchasers would recognize and call for the applicant’s goods by the 
only spoken symbol included in the mark affixed thereto, namely, the nota- 
tion ‘Silver Bar.” As purchasers of the goods here involved frequently 
order by the drink, and have no opportunity to see the labels, this becomes 
a matter of considerable importance in determining the probability of con- 
fusion. 


It is true, as argued by counsel for appellant, that the word 
“bar” in appellant’s mark differs substantially from the word 
“shield” in appellee’s mark. However, the marks should be con- 
sidered as a whole, and we are of opinion that, when so considered, 
the differences between the words “bar” and “shield” are not suf- 
ficient to warrant a holding that the marks “Silver Bar” and “Silver 
Shield” are not confusingly similar when used on alcoholic beverages, 
such as whiskey, gin, ete. 

It is true, as stated by the Commissioner in his decision, that pur- 
chasers might not always have the opportunity of seeing either of 
the trade-marks, and that thus confusion might be accentuated. This 
is particularly true where the goods of the parties are purchased by 
the drink rather than by the bottle. However, we do not base our 


decision entirely upon that proposition. We think the concurrent 


use of the involved marks on the goods of the respective parties would 
be likely to cause confusion, whether the goods of the parties are 
purchased by the drink or otherwise, and that appellant’s mark is 
not entitled to registration. 

Counsel for appellant insists, however, that confusion in trade is 
improbable in view of the failure of appellee to establish the existence 
of actual confusion. 

We have frequently held that proof of actual confusion is not 
necessary in cases of this character. E-Z Mills, Inc. v. Martin 
Brothers Company (Appeal No. 3920, decided March 28, 1938), 25 
C.C. P. A. (Patents) —, — F. (2d) — [28 T.-M. Rep. 207]. 


The decision of the Commissioner of Patents is affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Effect of Court Decision 


Frazer, A. C.: Held that the Examiner of Interferences had 
properly dismissed a petition brought by Molly-’es Doll Outfitters, 
Inc., for the cancellation of the registration obtained by John B. 
Gruelle, in view of the decision of the Circuit Court of Appeals of 
the Third Circuit in a case involving the same parties (Gruelle v. 
Molly-’es Doll Outfitters, et al., 94 F. [2d] 172) [28 T.-M. Rep. 
153], it having been stipulated that the cancellation proceedings 
should abide the decision in the suit. 

In his decision the Assistant Commissioner said: 


In the petition for cancellation it was alleged that petitioner had filed 
an application for registration of a trade-mark, which had been refused in 
view of the registration here sought to be canceled. That was the only basis 
of injury pleaded. In the infringement suit the Circuit Court of Appeals 
held that petitioner has “no such property right in the trade-marks . . 
as to support either such application (for registration) or petition for can- 
cellation,” and enjoined “the further prosecution of-such proceedings.” This 
ruling would seem to negative the possibility of petitioner’s suffering any 
damage by reason of the matters set forth in the petition. The court also 
held that Gruelle had abandoned his trade-mark, but as petitioner is not 
injured by its registration that fact becomes immaterial.t 


Classification of Goods 


Frazer, A. C.: Held that the Examiner did not err in refusing 


to register a trade-mark where the goods were described as “bottles, 
in class 33, glassware,” since bottles are classified in different classes 
according to the materials of which they are made. 

In his decision the Assistant Commissioner said: 


Obviously bottles made of silver or aluminum do not belong in “class 33, 
glassware.” What applicant seems really to demand, however, is the estab- 
lishment of a new class which would include all bottles. It is pointed out 
in the brief that “a bottle is a bottle regardless of the material it is made 
from,” and that all bottles are necessarily of the same descriptive properties. 
\ glass bottle, however, is not a porcelain bottle; and while such articles 
doubtless possess the same descriptive properties, that is not the only con- 
sideration in determining Patent Office classification. It would be neither 
practical nor desirable to include within any particular class all goods which 
have been held to be of the same descriptive properties; and a reclassification 


1 Molly-’es Doll Outfitters, Inc. v. John B. Gruelle, Canc. No. 2901, 163 
M. D. 2, March 11, 1938. 
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along the line suggested by applicant would result in the establishment of 
hundreds of classes to replace the forty-nine now existing. Applicant, of 
course, is here interested only in bottles; but no system of classification 
would be workable unless applied to all merchandise.* 


Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for lubricating oils and 
greases, the word “Dezol,’” in view of the prior registration of the 
word “Diesol” as a trade-mark for fuel oils. 

In his decision the Assistant Commissioner said: 


Applicant’s mark is printed in capitals, with the top and bottom lines of 
the letter “Z” extended respectively above and below the remaining letters. 
This lends a distinctive appearance to the mark, but when pronounced it is 
very similar in sound to the mark of the reference. 


* * * 


Applicant’s goods and those to which the registered mark is applied are 
not identical; but they are of the same descriptive properties, and so closely 
related that their concurrent sale under similar marks would inevitably lead 
to confusion.® 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that the prior use by opposer of the terms 
“Piquénese” and “Peeranese” for “fabrics made wholly or partially 
of cellulose derivatives’? would not bar the registration to applicant 
of the term “Peek-a-Neeze” as a trade-mark for hosiery. 

In his decision the Assistant Commissioner said: 


The Examiner of Interferences was of the opinion that such fabrics do 
not possess the same descriptive properties as hosiery, and with that con- 
clusion I am constrained to agree. Upon the record before me I am unable 
to find that there is any reasonable likelihood that the public will be con- 
fused or purchasers deceived through the concurrent sale of applicant’s 
hosiery and opposer’s piece goods under their respective marks. ‘The situa- 
tion would, of course, be otherwise if the articles produced from the fabrics 
were involved; but no claim is made that either of opposer’s marks has been 
applied to any type of wearing apparel. 


He then, after stating that 


2 Ex parte Scurlock Kontanerette Corporation, Ser. No. 396,047, 163 M. D. 
5, March 16, 1938. 

8 Ex parte Universal Motor Oils Company, Ser. No. 391,599, 163 M. D. 7, 
March 29, 1938. 
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as the goods of the parties are of different descriptive properties, the 
similarity of their marks becomes immaterial, 


said: 
It may be remarked, however, that if the goods were of the same descrip- 


tive properties I should have no hesitation in holding applicant’s mark to be 
confusingly similar to both of those relied on by opposer.* 


Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register as a 
trade-mark for ferrous metal in sheet and strip form, the mark 
“Galvadull,”’ notwithstanding the prior use by opposer, on substan- 
tially identical merchandise, of the notation “Superior Galvan- 
nealed.” 


The Assistant Commissioner held that the marks of the parties 
were not deceptively similar. 
In his decision he said: 


Opposer’s mark is “Superior Galvannealed.” No claim is made that the 
word “Galvannealed” has been used alone. Obviously there is not the 
slightest resemblance between the first word of opposer's mark and the 
single word of applicant’s, and there are substantial differences between 
opposer’s second word and applicant’s mark. “Galvannealed” and “Galva- 
dull” begin with the same five letters, but there the similarity ends. The two 
words neither look alike nor sound alike, and they do not suggest the same 
meaning. Comparing the marks in their entireties, as I must, I can perceive 
no confusing similarity between opposer’s “Superior Galvannealed” and ap- 
plicant’s “Galvadull.” 


With reference to another contention made by opposer, he said: 


Opposer contends that applicant has admitted its own mark to be merely 
descriptive of its goods, and that applicant’s first use of the mark was sub- 
sequent to the filing of its application. I do not think the record supports 
either contention. As to the first, it is of course apparent, and is admitted, 


that the mark is highly suggestive; but that fact does not bar its registra- 
tion. 


Frazer, A. C.: Held that applicant is entitled to register, as a 
trade-mark for gypsum wall board, aluminum foil insulating board, 
ete., a mark consisting of two parallel vertical stripes, one red and 


4Celanese Corporation of America v. Edwin Crutcher (Golden Art 
Hosiery Company, Substituted), Opp’n No. 15,660, 163 M. D. 4, March 15, 
1938. 

5 The Superior Sheet Steel Company v. Wheeling Corrugating Company, 
Opp’n No. 15,363, 163 M. D. 1, March 11, 1938. 
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the other blue, intersected by two similarly colored horizontal stripes, 


with an Indian’s head inclosed within a blue circle over the intersec- 
tion, notwithstanding the use and registration by opposer of a mark 
used upon substantially the same goods, described as consisting “‘of 
a red band or red stripe extending across the goods to which it is 
applied.” 

In his decision, after stating that opposer’s mark had been widely 
advertised and extensively used and that opposer contends that it 
owns this red band trade-mark extending across its goods in any 
location it pleases and extending in any direction it pleases, the 
Assistant Commissioner said: 

In view of the broad language of the registration I think that is prima 
facie true; but it does not necessarily follow that opposer can prevent regis- 
tration to another of every trade-mark in which a red stripe occurs. It is 
no more permissible to dissect design marks for the purpose of comparison 
than it is to dissect word marks. The marks must be considered in their 
entireties, and if when so considered they are found to be free of confusing 


similarity, the mere fact that they have a common feature does not warrant 
refusal to register the mark of the newcomer. 


With respect to the similarity of the marks, he said: 


‘ 


In the instant case applicant’s mark includes “a red band or red stripe 
extending across the goods to which it is applied.” But it also includes a 
second red band at right angles with and intersecting the first, two blue 
bands running parallel with the two red bands, and a blue circle inclosing 
the picture of an Indian’s head. I am unable to believe that such a mark is 
reasonably likely to be confused with the single red band of opposer’s mark. 

r . . . 

Then, after stating there was some testimony in the record to 
which opposer points as indicating probability of confusion, he stated 
that he did not find that testimony convincing and after noting the 
testimony as to its being common practice among dealers in building 
materials and more particularly plaster products, to substitute brands 
other than those ordered by contractors and the argument that there 
fore there is greater opportunity for confusion than would be nor- 
mally the case, he said: 


It appears, however, that the practice is well known in the trade, and the 
logical result would seem to be unusual care in examining labels. In any 
event such practice does not render the marks of the parties deceptively 
similar, nor is it shown that they have ever been confused.® 


® United States Gypsum Company v. The American Gypsum Company, 
Opp’n No. 15,388, 163 M. D. 8, March 30, 1938. 
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Frazer, A. C.: Held that applicant is entitled to register, as a 
trade-mark for shaving cream, the notation “Next,” notwithstanding 
the use and registration by opposer of the term “Neet” as an antisep- 
tic lotion for use as a depilatory and for depilatories and anti- 
perspirants. 

The ground of the decision is that while the goods are of the 
same descriptive properties, they are specifically different and the 
difference of the marks is sufficient to avoid the likelihood of con- 
fusion with respect to the particular goods. 

With reference to the first point, the Assistant Commissioner 
said: 


That shaving cream and depilatories are merchandise of the same descrip- 
tive properties within the meaning of the Trade-Mark Act I have no doubt. 
Specifically, however, they differ somewhat widely; and this is an important 
consideration in determining the question of probable confusion. Young- 
husband vy. Kurlash Co. (C. C. P. A.), 94 F. (2d) 230 [28 T.-M. Rep. 132]. 


With reference to the similarity of the marks and the unlikeli- 
hood of confusion, he said: 


“Next” and “Neet” are both words of one syllable; each contains four 
letters, three of which are common to both; and each begins with the letter 
“n” and ends with the letter “t.”. These are points of visual similarity that 
may conceivably bring about some degree of confusion among careless 
observers, if the marks were applied to identical goods. In sound and 
meaning, however, the two words are so distinctively different that their con- 
fusion in those respects would seem virtually impossible; and even at sight 
they are easy to read and simple to understand. “Next” is a word in com- 
mon use by everyone having a speaking knowledge of English, and “Neet” 
is an obvious misspelling of the equally common word “neat.” In my opinion 
the two marks, when considered in connection with the differences between 
the goods to which they are applied, are sufficiently dissimilar to insure 
against any reasonable likelihood that confusion will result from their con- 
current use. 


With respect to the fact that the applicant had sought registra- 


tion of its mark for shaving cream and shaving, toilet and bath soaps, 


he said: 


From the record in the present proceeding it appears quite conclusively 
that the mark has not been used by applicant on any of these items except 
shaving cream. In the event applicant finally prevails it will therefore be 
required to delete from its application the words “and shaving, toilet and 
bath soaps” before the certificate of registration issues.* 


‘ Affiliated Products, Ine. v. Crazy Water Company, Opp’n No. 15,968, 
163 M. D. 12, March 31, 1938. 
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Frazer, A. C.: Held that applicant is entitled to register, as a 
trade-mark for alcoholic cordials and liqueurs, the term “Marcraft,” 
notwithstanding the use by opposer of the terms “Original Julius 
Marcus” and “Julius Marcus,” on the same goods. 


With reference to the basis for the opposition, the Assistant 
Commissioner said: 


Opposer contends that it has established a use of its marks which is 
analogous to trade-mark use, and while apparently conceding that such 
marks are incapable of ownership, insists that it is thus entitled to maintain 
this proceeding under the doctrine of John Wood Manufacturing Co. v. 
Servel, Inc., 22 C. C. P. A. 1370, 77 F. (2d) 946 [25 T.-M. Rep. 407]. 
Arguendo this may be conceded, because I am convinced that there is no 


reasonable likelihood of confusion between applicant’s mark and either of 
opposer’s trade-names. 


With reference to the argument that opposer bases its objection 
to the registration on the ground of its use of the notations “Marcus” 
and “Julius Marcus,” he said: 


With respect to the name “Marcus,” standing alone, neither of the quoted 
statements finds any support in the record. The word is vaguely referred 
to in the notice of opposition as being “identified with the products of op- 
poser and of its predecessors in interest;” but it conclusively appears from 
the testimony of opposer’s president that the only use of “Marcus” alone, in 
any sense analogous to trade-mark use, has been by another corporation. 
That opposer has never applied the word to labels attached to its bottles is 
certain, and the record affords no possible excuse for the misstatement of 
fact in that regard which occurs in opposer’s brief. 


He then further said: 


Because applicant’s mark does not in my opinion so nearly resemble 
either the name “Julius Marcus” or the expression “Original Julius Marcus” 
as to be likely to cause confusion in the mind of the public or to deceive 
purchasers, I think the opposition was properly dismissed. The single word 
“Marcus” is not in issue, and whether or not applicant’s mark bears a close 
resemblance thereto is immaterial and need not be determined.* 


O pposition—Dismissal 


Frazer, A. C.: Refused to enter a dismissal of an opposition 
after an appeal had been taken from the decision of the Commis- 
sioner sustaining the dismissal of the opposition by the Examiner of 


Interferences and the appeal had been withdrawn on stipulation of 
the parties. 


8 Original Julius Marcus Laboratories, Inc. v. Arrow Distilleries, Opp'n 
No. 15,720, 163 M. D. 11, March 31, 1938. 
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In his decision, after stating that in the stipulation it was recited 
that 
the Commissioner of Patents is authorized and requested to dismiss the op- 
position, No. 14,231, involved in this appeal, without prejudice to opposer’s 


right to oppose any other application for registration by the applicant, its 


successors or assigns, or any other person on the grounds set forth in the 
opposition herein or other grounds, 


the Assistant Commissioner said: 


The Commissioner’s decision, affirming that of the Examiner of Inter- 
ferences and dismissing the opposition on the merits, was rendered August 
28, 1936. When the appeal to the Court of Customs and Patent Appeals was 
dismissed that decision became final. As the opposition proceeding is no 


longer pending in the Patent Office its further dismissal is manifestly im- 
possible.® 


O pposition—Priority 


Mackuin, F. A. C.: Held that applicant is entitled to register 
the notation “A. B. C.” as a trade-mark for beer on the ground that 
the use of that mark by the predecessors in business of applicant, 
from whom the applicant derived title, was antecedent to the use of 
the same mark by the opposer. 

In his decision the First Assistant Commissioner discussed at 
length the testimony of the various parties and considered the op- 
poser’s contention that the applicant did not derive title from its 
alleged predecessors in business since its immediate predecessor was 
not in business at the time the alleged transfer was made and that 
the applicant company itself did not commence use of the mark until 
after the opposer’s use. 

In his decision he said: 


I cannot agree that it is essential that the A. B. C. Brewing Corpora- 
tion must have purchased brewery property as a physical thing in order to 
have acquired the trade-marks and good-will. I am convinced that there 
was an actual transfer of the trade-mark rights and good-will through the 
several successive holders to the applicant. The clear statements of the 
applicant’s witnesses in this regard seem to be corroborated by assignments 
produced as exhibits. That the original American Brewing Company, which 
is still in existence, had renewed registration No. 20,306 in 1921 but had made 
no use of it does not seem to be any fact of which the opposer can take 
advantage in the light of the above stated circumstances. That Mr. Koehler 


_ ®The Scholl Mfg. Co., Inc. v. Barge Electric Shoe Cement Press, Inc., 
Opp’n No. 14,231, 163 M. D. 3, March 15, 1938. 
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and Mr. Steinberg while attempting to preserve the property disposed of 
some of it piece-meal is likewise of no concern to the advantage of this 
opposer. 


He further said: 


The instruments of assignment of themselves appear to comply with the 
requirements of the statute and of the rules of practice of the Patent Office, 
and even though there may be some technical objections, I think that it 
must be held that the A. B. C. Brewing Corporation has properly acquired 
title to trade-marks and good-will which were never actually abandoned nor 
even intended to be abandoned, and that the business to which these trade- 
marks pertain was resumed as soon as could reasonably be expected follow- 


ing repeal of prohibition. 

Then with reference to the decision in Lafayette Brewery v. 
Rock Island Brewery, Inc., 24 C. C. P. A. 925, 87 F. (2d) 489 [27 
T.-M. Rep. 240], to which attention was called after the hearing 
and in which case it appeared that the real estate was sold to one, 
the personal property to another, and the naked trade-mark to a 
third, and it was held that the supposed successor could not rely upon 
the use by its predecessors, he said: 

For reasons above outlined, I do not believe that case applies, but rather 
authorities which hold that abandonment must be shown not only by in- 
dicating a practical abandonment, but an actual intent to abandon. Further, 
that a trade-mark may exist apart from the actual property or business is a 
proposition which I believe is supported by Sazlehner v. Eisner & Mendelson 


Company, 179 U. S. 19-41, and Royal Baking Powder Co. v. Raymond, 70 
Fed. 376-380.1° 


Prints 


Frazer, A. C.: Held that a newspaper advertisement in per- 
fectly plain type featuring the slogan “The Scotch Candymaker 
Who Kilt High Prices,” is not registrable as a print. 


In his decision, after stating that the rules of practice relating to 
the registration of prints defines a print as “an artistic and intel- 
lectual production designed to be used for an article of manufac- 
ture,” the Assistant Commissioner said: 

In my opinion applicant’s production is neither artistic nor intellectual, 


and to be registrable the rule requires that it be both. 


10 Aztec Brewing Company v. A. B. C. Brewing Corp., Opp’n No. 14,037, 
159 M. D. 1087, February 21, 1938. 

11 Ex parte Awful Fresh MacFarlane, Ser. No. 73,047, 163 M. D. 10, 
March 31, 1938. 








